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Hon. Robert S. Lasnik

UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF WASHINGTON

AT SEATTLE

JOB’S DAUGHTERS INTERNATIONAL,

Plaintiff,

v.

HEIDI YOAST,

Defendant; and

HEIDI YOAST,

Counterclaim Plaintiff,

v.

JOB’S DAUGHTERS INTERNATIONAL, ROD REID, 
an individual

Counterclaim Defendants

NO. 16-CV-01573-RSL

DEFENDANT’S REPLY TO 
PLAINTIFF’S OPPOSITION TO HER 
MOTION FOR SUMMARY 
JUDGMENT

NOTING DATE: MARCH 30, 2018 

ORAL ARGUMENT REQUESTED
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I. INTRODUCTION

Defendant Heidi Yoast does not keep “stock” nor sell pre-made goods from some commercial 

warehouse. Ms. Yoast, when called upon by official representatives of the Bethels, Grand Councils, 

Supreme Councils, or committees of Job’s Daughters International (“JDI”), has worked collaboratively 

with JDI agents to design custom spirit wear displaying pride in an earned title or location within the JDI 

universe. That is the sum total of the “wrong” JDI alleges in this case. Defendant respectfully submits that 

such conduct is not “trademark infringement” in any form, and, if her conduct was found to be “use” of a 

common law service mark, such use is permitted under the applicable laws and under the bylaws of JDI 

itself. Defendant requests that this Court grant her Motion for Summary Judgment and dismiss JDI’s 

complaint, with prejudice.

II. SUMMARY JUDGMENT STANDARD

Even in trademark matters, summary judgment is appropriate “where no material issues of fact are 

raised reflecting confusion between the marks...” Surfvivor Media, Inc. v. Survivor Prods., 406 F.3d 625, 

628 (9th Cir. 2005) and where Plaintiff fails to “create a genuine issue that confusion is probable, not 

simply a possibility” (Id. at 628). In this matter, there are also threshold issues for Plaintiff to conquer 

before reaching such an analysis.

III. INITIAL ARGUMENT; THRESHHOLD ISSUES

A. Every Order Filled by Defendant was Placed by an Agent of JDI

A trademark infringement claim cannot proceed if use was by consent. “Use” of a common law 

service mark is only “infringing” if done “without the consent of the registrant” (or owner of the common 

law mark). Brookfield Communs., Inc. v. W. Coast Entm't Corp., 174 F.3d 1036, 1046 n.6 (9th Cir. 1999). 

Little inquiry is necessary to support Defendant’s contention that orders were placed by agents of JDI, 

implying consent. A simple glance at these images shows the title (or the name) of a committee member of 

a committee of a Grand Guardian Council (hereinafter “GGC”), (e.g. “Miss Oregon Job’s Daughter 2014-

2015”), or a local chapter number and statement of organizational affiliation (e.g. “Job’s Daughters Bethel 

No. 45, Renton, Washington”. (Dkt. # 42 at p. 2, ¶3, Dkt. # 42-1 at p. 28-45). There is no question 
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surrounding the origination of these custom orders.

B. Aesthetic Functionality

While the doctrine has been limited in this circuit1, it has not been extinguished. Where the “name 

and emblem [are] functional aesthetic components of the product, not trademarks[...t]here could be[...] no 

infringement.” Int'l Order of Job's Daughters v. Lindeburg & Co., 633 F.2d 912, 920 (9th Cir. 1980). 

Under nearly identical facts, the 9th Circuit declared “the name "Job's Daughters" and the Job's Daughters 

insignia are indisputably used to identify the organization, and members of Job's Daughters wear the 

jewelry to identify themselves as members”. Id. at 918. Swapping “sweatshirts” for “jewelry” does not 

change the analysis–especially when the goods in question never use “Job’s Daughters” alone, as 

Lindeburg, but uses only official titles, locations, or designations assigned to the groups that are ordering. 

These words are “a prominent feature of each item so as to be visible to others when worn, allowing the 

wearer to publicly express her allegiance to the organization.” Id. at 920. This is not a trademark use.

C. Mootness

This doctrine dispenses with controversies that are made moot either by the factual situation or 

some change of law (or bylaw). “To be justiciable, a controversy must be definite and concrete [...] 

admitting of specific relief through a decree of a conclusive character...” Isaacs Bros. Co. v. Hibernia Bank, 

481 F.2d 1168, 1169 (9th Cir. 1973). Challenges to changes to procedures for review of faculty evaluations 

via peer review rather than by grievance committee were mooted by subsequent changes during the 

pendency of the case that restored the grievance process. Carr v. Nev. Sys. of Higher Educ., No. 3:06-cv-

00197-LDG (RAM), 2008 U.S. Dist. LEXIS 75385, at *7 (D. Nev. Sep. 25, 2008). So too, JDI changed its 

Bylaws just before initiating the instant case.

The JDI Bylaws governing the use of the words “Job’s Daughters,” “IYOB FILIAE,” and “JDI” 

explicitly state that the words may be used by Supreme, Grand, Jurisdictional, or Bethel Councils 

(hereinafter “SGC”, “GGC”, “JGC”) and their committees for official purposes without applying for 

1 JDI cites many cases in support of its decree that the “decision in Lindeburg has been often criticized” in a way that is 
relevant to the instant case; said cases, however, involved commercial sellers of goods – antifreeze, carpet handbags and 
luggage, and Porsche. (Dkt. #62 p. 19 N. 7). JDI has provided no case where a Court declined to apply the doctrine to a 
fraternal organization using its name/emblem as common law, collective marks. 
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permission. (Dkt. # 63 at p.  2 ¶8, p. 3 ¶9). JDI’s “Fun With Trademarks!!,” confirms, for the “unregistered 

trademarks,” “no permission or fee is needed.” (Dkt. # 42 at p. 5 ¶22, Dkt. #44 at p. 60). Nowhere does it 

state “vendors must never post pictures on social media.” Even if it did, it would be the responsibility of the 

SG/GG/JG/Bethel Council to inform the vendor that they could not post pictures – and JDI has never 

provided any evidence that Defendant was instructed as such. JDI’s own Supreme Guardian admitted that 

she doesn’t provide written notice to vendors instructing them not to post pictures. (Dkt. #42 p. 5 ¶21, Dkt. 

#44 p. 40, 74:12-25, 75:1-13). Respectfully, this Court cannot now enjoin behavior that is permitted by 

JDI’s own bylaws.

IV. JDI HAS NARROWED THE FIELD OF ALLEGEDLY INFRINGING PRODUCTS

The version of SI 3 that was in effect from 2010 to approximately September of 2015 stated that 

“[t]he names and phrases “Job’s Daughters”, “IYOB FILIAE”, “Daughters of Job”, “International Order of 

Job’s Daughters”, “IOJD”, “JDI” and “JD International” are protected by Job’s Daughters International and 

by the Board of Trustees from inappropriate use.” (Dkt. #63 p. 2 ¶8, p. 3 ¶9). 

Bobbie Lampi, one Trademark Liaison while the 2010-2015 Bylaw was in effect, explains that 

“there is no use of a trademark” on items with just the words “Job’s Daughters Bethel #3” (Forman Decl. 

¶1), and, while explaining the official interpretation, states: “Job’s Daughters, JDI, etc – are protected, and 

JDI wants them to be used in appropriate ways. If they are used in a manner that is demeaning to the Order, 

the Board reserves the right to ask that the person stop doing so.” (Forman Decl. ¶1). Similarly, since 2016, 

the JDI Bylaws governing use of the words “Job’s Daughters,” “IYOB FILIAE,” and “JDI” states: 

“Committees of the SGC, GGCs, JGCs, and Bethels may use the seven other Trademarks, listed in (a) 

above, without requesting permission[...] GGCs, JGCs, or Bethels may contract with a vendor to produce 

items with these seven Trademarks...”2  (Dkt. #63 p. 3 ¶9, Dkt. #63 p.16). No bylaw prohibits the posting 

on social media of items made under these bylaws. 

The JDI Bylaw in effect from approximately September 2015 to September 2016, reads: “Job’s 

Daughters”, “IYOB FILIAE”, “Daughters of Job”, “International Order of Job’s Daughters”, “IOJD”, 

2 “Other Trademarks”, according to JDI, include the names “Job’s Daughters”, “IYOB FILIAE”, and “JDI”.
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“JDI”, and “JD International” are all trademarks of [JDI] and shall not be used without permission 

from the Board of Trustees.” (Dkt. #63 p. 3 ¶8). Permission is the responsibility of the JDI 

representative placing such order (Dkt. #42 p. 4 ¶14, Dkt. 42-1 p. 143 64:6-21).

Of the remaining ten products, all save two were ordered by Bethels or GGSs (or members of their 

committees) prior to the 2015 bylaw change; the products stating “Miss Delaware Job’s Daughter 2015-

2016” and “Miss Oregon Job’s Daughter 2014-2015” (Dkt. #45 p.4 ¶29-39). It appears this case now 

revolves around the production of two hoodies, on behalf of young women holding the titles of “Miss 

[STATE] Job’s Daughter.” If Defendant’s Motion is not granted in full for the reasons above, it should be 

granted due to mootness as to all products at issue except the Miss Oregon and Miss Delaware products.

A. JDI Titles are not Claimed Marks, nor would their Use be Prohibited

JDI has not claimed a trademark in the title of “Miss [STATE] Job’s Daughter.” Even if they had, 

judgment in their favor would not, respectfully, be supported by law. When Playboy Enterprises sought to 

enjoin a model from using “Playmate of the Year,” (Playboy Enters. v. Welles, 7 F. Supp. 2d 1098, 1099-

100 (S.D. Cal. 1998)), the court found no reason to prevent the use of words, even when they are registered 

trademarks, when “used to tell the truth.” Id. at 1105.

Defendant’s products were ordered by or on behalf of holders of the title “Miss [State] Job’s 

Daughter [YEAR]” for the purpose of identifying themselves as Past Miss Job’s Daughters. In Playboy 

Enters., the Court held that the Playmate used “PEI's trademarks to identify herself truthfully as the 

"Playmate of the Year 1981." Such use [was] not "taboo" under the law. Id. at 1105. The same analysis 

applies to shirts identifying members of a local Bethel. Defendant’s products are ordered only for the 

purposes of telling the truth – identifying the wearer’s title and/or location within the JDI universe.

V. DEFENDANT’S OBJECTIONS AND MOTION TO STRIKE JDI’S MATERIAL FACTS 

AND PORTIONS OF OVER LIMIT MEMORANDUM

///

///

///
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Pursuant to LCR 7(e)(3), (6), (f),and (g) Defendant Moves to Strike the final three pages and six 

lines of JDI’s Opposition3 or, in the alternative, moves to strike and objects to the following facts as set 

forth by JDI in its Opposition:

A. Paragraph 5 – Rule of Completeness, Hearsay, and Foundation. JDI’s misrepresents JDI’s history 

of trademark enforcement. 

B. Paragraphs 6-7 – Mischaracterizes and/or Misstates Facts in Evidence, Relevance, and 

Foundation. The bylaws do not permit individual members to use “JDI Marks.” (Dkt. 63 p.2 ¶8 p.3 ¶9). 

C. Paragraph 9 – Mischaracterizes / Misstates Facts in Evidence, Hearsay, Foundation, Authority, 

and Authenticity. Defendant does not sell any soft goods from any of her social media or web pages. 

D. Paragraph 9, 12 - Mischaracterizes / Misstates Facts in Evidence, Hearsay, Foundation, Authority, 

and Authenticity. Ms. Yoast does not advertise soft goods at all. She advertises her services.

E. Paragraph 13 - Mischaracterizes Facts in Evidence, Hearsay, Foundation, Authority, and Rule of 

Completeness. Defendant designed products for JDI as early as 2010, and it is the Bethel, GG, or SGCs that 

must obtain permission from the Board of Trustees (Dkt. #42-1 p.143 64:6-21).

F. Paragraph 14 –Hearsay, Foundation, Authority, and Rule of Completeness. While JDI has verified 

that Ms. Hall and Ms. Rial had permission to order items (Dkt. #64 p.3 ¶13), JDI has thus far claimed no 

knowledge of the same. (Dkt. #42 p. 3 ¶9, Dkt. #42-1 p. 90 ¶12, Dkt. #42 p. 3 ¶9, Dkt. #42-1 p. 93 ¶23). 

Volunteers failed to keep accurate records. (Dkt. #42-1 p.122 124:11-25). 

G. Paragraph 15 – Mischaracterizes Facts in Evidence, Hearsay, Foundation, Authority, and Rule of 

Completeness. 

H. Paragraphs 16, 17, 19 – Mischaracterizes / Misstates Facts in Evidence, Hearsay, Foundation, 

Authority, Rule of Completeness, and Authenticity. No reasonable person would interpret “thank you so 

much...[I] am so glad you are still involved in our wonderful Order...” as a cease and desist letter. (Dkt. #64 

p. 5). The second “cease and desist letter” JDI claims to have “sent” to Defendant has no address, no proof 

3 If JDI were to remove its extensive single spaced footnotes and quotes, this would add an additional 102 lines to its 
Opposition, putting JDI three pages and six lines over the requisite limit. Defendant posits that 102 lines of footnotes 
and additional single spacing is egregious. 
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of delivery and, if it was sent via email, no copy of the “sent” email transmitting said letter. (Dkt. #64 p. 7). 

And Ms. Yoast has had no contact with Ms. Wiekhorst since 2014. It is shocking to discover that there are 

(unproduced in discovery) social media messages from Ms. Wiekhorst, especially with Ms. Goolsby’s 

testimony that she was unaware of any other attempts of BOT members made or authorized than by Mr. 

Reid to contact Defendant (Dkt. #42-1 p. 148 83:20-25). Defendant has fully briefed the issues with Mr. 

Reid’s “attempted communications” at Dkt. #55 p. 8 ln. 21-25, p. 9- 10.

I. Paragraph 18 – Mischaracterizes Facts in Evidence, Hearsay, Foundation, Rule of Completeness, 

and Authenticity. Email from 1/2016 state JDI had no contact information for Yoast. (Forman Decl. ¶3). 

J. Paragraph 21 - Mischaracterizes / Misstates Facts in Evidence, Hearsay, Foundation, Authority, 

Rule of Completeness, and Authenticity. Defendant doesn’t sell pre-made products. JDI’s use of hearsay to 

support a claim that Defendant’s actions “led to actual confusion...” is inappropriate. (Dkt. #61 p. 14-15). 

K. Paragraph 22 - Mischaracterizes testimony, Foundation, Form of the Question. Defendant 

incorporates the objections made during the deposition of Ms. Yoast. 

VI. DEFENDANT’S OPPOSITION TO JDI’S MOTION TO STRIKE

JDI cites to no authority in support of its claim that entire filings should be stricken. The pertinent 

local rules state only that “motions for summary judgment...shall not exceed twenty-four pages...” and that 

“[c]aptions, tables of contents, tables of authorities, signature blocks, and certificates of service need not be 

included in the page limit.” LCR 7(e)(3), (6), (f), and (g).

Defendant’s filing at Dkt. #41 consists of a Notice of Motion for Summary Judgment (which is not 

required, but not prohibited by the Local Rules), at pages 1-2, a Table of Contents, at page 3, a Table of 

Authorities, at pages 4-5, a Memorandum of Points and Authorities from page 6 and concludes two lines 

into page 30, with a certificate of service at page 31. Defendant does not single space headings or quotes, 

which includes at least an additional 2-3 lines of space taken in the body of the motion and accounts for the 

2 lines of overrun onto page number 30. Defendants’ Memorandum of Points and Authorities conforms to 

the page limits as required. 

JDI further moves to strike Defendants’ Separate Statement of Undisputed Material Facts 
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(hereinafter “SS”) (Dkt.  #41-1) in Support of the Motion for Summary Judgment. While the 

pertinent Local Rules do not require a separate statement of undisputed material facts, they neither 

prohibit it nor state that a SS would be counted toward the page limits for motions. Indeed, at LCR 

7(e)(6), the rules state that [c]aptions, tables of contents, [and] tables of authorities” need not be 

included with the page limit. Nothing contained in Defendants’ SS can be construed as moving papers, 

or “argument.” The SS is simply an evidentiary exhibit, an appendix providing an orderly and concise 

linkage between Defendant’s statements of undisputed material fact within her memorandum of points 

and authorities and the evidence filed in support thereof – no different than a table of authorities. In fact, 

one could simply replace every instance of a citation in Defendant’s motion to “(Separate Statement No. 

)” with the corresponding right-column citation in the SS itself with no material change in the moving 

papers. 

If, however, the SS were to be considered as part of the pertinent page limit for motions under the 

LCR, there exists case law to support the retention of Defendant’s SS despite an inadvertent page overrun. 

In jurisdictions where Local Rules do not explicitly permit a separate statement of facts, even where the use 

of said SS was an attempt to avoid the page limits,4 the court did not disregard the filing. Trs. Nev. Resort 

Ass'n v. Grasswood Partners, Inc., No. 2:11-cv-00044-MMD-NJK, 2013 U.S. Dist. LEXIS 43333, at *13 

(D. Nev. Mar. 27, 2013), Feldman v. Law Enf't Assocs. Corp., 955 F. Supp. 2d 528, 534 (E.D.N.C. 2013). 

Defendant respectfully requests this Court treat her SS as an index to evidence and deny Plaintiff’s Motion 

to Strike. 

VII. DEFENDANT’S RESPONSE TO JDI’S OBJECTIONS TO / MOTION TO STRIKE 

PARAGRAPHS IN DEFENDANT’S SEPARATE STATEMENT

A. 4-5, 88, 89, 95, 96 - These facts accurately reflect the different versions of JDI’s Constitution and 

Bylaws confirmed by the Declaration of Susan Goolsby and its exhibits filed as part of JDI’s Opposition. 

B. 11-13 - Ms. Yoast’s declaration regarding JDI’s untimely responses are not hearsay, and the 

4 Defendant’s use of a Separate Statement here was not an attempt to avoid page limits; as previously stated, aside from 
citations to evidence, there is no information in the Separate Statement that is not also fully stated in the moving papers.
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content goes to JDI’s reasonableness and responsiveness in this matter. 

C. 16 - Whether JDI has alleged that Defendant has used registered trademarks or the listed and 

alleged “common law” marks is extremely relevant to this matter, and not hearsay.

D. 18-23 – facts are neither hearsay nor irrelevant. Defendant has, since her receipt of JDI’s cease and 

desist letter of August 2016, had to request many times that JDI state, with specificity, which trademarks 

they allege she has infringed, and with which products.

E. 30-31, 34, 37, 40, 43, 46, 50, 53, 56, 59, 62, 65, 68, 71 – JDI’s objections are improper. The 

ordering entities of the products at issue in this lawsuit are extremely relevant –this case may turn on their 

identity and authority. Orders placed by agents of JDI are statements by party opponents.

F. 82, 85-87 – statements are submitted to show these notices were sent out, which is relevant to show 

JDI’s historical conduct in relation to its alleged trademark rights. 

G. 90 – JDI’s Relevancy and Hearsay objections are improper. Statements as to how JDI’s official 

Trademark Liaisons interpreted JDI’s Bylaws are of paramount importance – and not hearsay. Even if 

technically considered hearsay, these are admissions party opponents.  

H. 17 – JDI’s hearsay objection is improper. 

I. 29, 33, 26, 39, 42, 45, 48, 52, 55, 58, 61, 64, 67, 70 –The perception of these images is highly 

relevant to an inquiry into aesthetic functionality. 

J. 83-85, 92, 93-94, 102-103 –JDI’s methodology in enforcing its trademarks is highly relevant. 

K. 25-71 – JDI’s “scope to 30(b)(6)” objection is improper. Defendant requested JDI designate a 

person most knowledgeable (“PMK”) to testify on behalf of JDI “concerning the subject matter described in 

JDI’s Complaint...” (Dkt. #65 p. 103). At the very least, one would expect JDI’s PMK to have knowledge 

regarding the products in question in the lawsuit, who ordered them, and the perception of the products. In 

order for JDI’s claim at Dkt. #1 p. 4 to be true, that “JDI’s Marks and Registered Marks are strong and 

entitled to broad protection,” it would be required for JDI to police those marks.

L. JDI’s Objections to All Declarations – This “shotgun” approach to objections isn’t appropriate. 

There is no way parse every exhibit, line by line, and refute these objections without knowing what, 
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specifically, JDI is objecting to. Nevertheless, each and every declaration is supported by non-hearsay  

testimony and evidence with proper foundation and authenticity. If anything in the Declarations are found 

to have been hearsay, then Defendant argues that those items fall within a hearsay objection. 

VIII. ARGUMENT

A. Likelihood of / Evidence of Confusion

JDI cannot demonstrate any reasonable likelihood of confusion regarding JDI’s alleged common 

law service marks at issue in this litigation. It’s only evidentiary offering on the issue has been a single, 

inadmissible post on social media, which is wholly insufficient:

[A] "likelihood" of confusion requires the Court to find that confusion is "probable, not
simply a possibility." See Murray, 86 F.3d at 861. Thus, the law requires "a showing that the 
allegedly infringing conduct carries with it a likelihood of confounding an appreciable 
number of reasonably prudent purchasers exercising ordinary care."
 

Self-Insurance Inst. of Am., Inc. v. Software & Info. Indus. Ass'n, 208 F. Supp. 2d 1058, 1070 (C.D. 
Cal. 2000) citing International Association of Machinists and Aerospace Workers, AFL-CIO v. 
Winship Green Nursing Center, 103 F.3d 196, 201 (1st Cir. 1996). 

Even were the Facebook post admissible, and even if it showed some confusion (Defendant 

posits it does not), “[j]ust as one tree does not constitute a forest, an isolated instance of confusion 

does not prove probable confusion." Id. at 1075. 

While the Sleekcraft factors are always to be considered, the “list of factors is neither exhaustive 

nor exclusive and is intended to guide the Court in assessing the basic question of likelihood of consumer 

confusion. Id. at 1070 citing E. & J. Gallo Winery v. Gallo Cattle Co., 967 F.2d 1280, 1290 (9th Cir. 1992). 

Nevertheless, we proceed. 

1. Strength of JDI Marks

JDI continues to insist that “several of the marks in question are federally registered and 

uncontestable.” (Dkt. #61 p. 11 ln. 21-23, p. 12 ln. 1-13). But JDI has only provided evidence that 

Defendant produced infringing products bearing the words “Job’s Daughters”, “IYOB FILIAE”, and “JDI”. 

JDI has never provided any evidence that a registered JDI mark is at issue here. As for JDI’s alleged 

common law marks; Defendant does not contend that the words “Job’s Daughters” could not be protected 
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as a common law, collective service mark, referring to a Masonic-affiliated youth organization for young 

women between the ages of 10-20. But a trademark confers no right “in gross.” Anheuser-Busch, Inc. v. 

Balducci Publ'ns, 28 F.3d 769, 777 (8th Cir. 1994). Instead, a mark is protectable only as to those goods or 

services for which its user has established in the minds of the public an association between it and the 

mark." Chrysler Corp. v. Vanzant, 44 F. Supp. 2d 1062, 1073 (C.D. Cal. 1999) citing Levi Strauss & Co. v. 

Blue Bell, Inc., 778 F.2d 1352, 1354 (9th Cir. 1985).

JDI is not a clothing manufacturer. It is not a fashion designer. When the general public thinks of 

“Job’s Daughters,” it thinks of a non-profit – not an official clothing line. “To establish secondary meaning, 

a manufacturer must show that, in the minds of the public, the primary significance of a product feature . . . 

is to identify [a single] source of the product rather than the product itself.” (emphasis added); Id. at 1073 

citing First Brands Corp. v. Fred Meyer, Inc., 809 F.2d 1378, 1383 (9th Cir. 1987). No evidence has been 

submitted, and no argument has been made, that, in the minds of the public, the primary significance of the 

words “Job’s Daughters” would be to identify JDI as the source of clothing, rather than “Job’s Daughters,” 

along with a title or location, as solely a signifier to the world that the wearer is a member of JDI with that 

title / location. An entity asserting trademark infringement against another must “prove as a factual matter 

that it had established secondary meaning in the mark...as to the particular line of goods in question.” Id. at 

1074. JDI simply cannot make such a showing for these words.

2. Relatedness of Goods / Marketing Channels/ Types of Goods / Degree of Care

JDI seems to confuse Defendant, sitting in her tiny office designing shirts, with a massive retail 

store with shelves of pre-made stock.  JDI is accurate when it states “JDI allows its members to use the JDI 

Marks on soft goods...” (Dkt. #61 p. 14 ln. 9-10). Defendant is the vendor which JDI entities have chosen to 

make their goods! Defendant isn’t Loungefly, or Betsey Johnson (as much as she would love to be) 

designing items, stocking them, and then plastering them all over the world to snare buyers. While JDI does 

contract with other vendors to create items, doing so does not suffuse the words “Job’s Daughters” (or 

“JDI”/“IYOB FILIAE”) with secondary meaning as the source of all goods bearing those words. Less than 

five minutes on Google’s search engine proves this (or at Dkt. #42 p. 3 

Case 2:16-cv-01573-RSL   Document 67   Filed 03/30/18   Page 13 of 17



PATRICIA I. FORMAN, ESQ.
931 N. Maple Street Ste. 104
Burbank, California 91505

(213) 509-8708
patriciaforman@gmail.com

DEFENDANT’S REPLY TO PLAINTIFF’S OPPOSITION TO 
HER MOTION FOR SUMMARY JUDGMENT - 14

1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

25

26

¶11-13, Dkt. #41-1 p.105-126). Services, certainly. Not goods; this does not weigh in favor of JDI.

 Additionally, channels within “the internet” used by the parties are markedly different. However, 

both JDI and Defendant use “the internet” to market their services, and “[g]iven the broad use of the 

Internet today, the same could be said for countless companies. Thus, this factor merits little weight.” 

Playboy Enters. v. Netscape Communs. Corp., 354 F.3d 1020, 1028 (9th Cir. 2004). 

JDI also argues that the soft goods in question are “inexpensive” and marketed to the JDI 

membership, who are not “buyers with an expertise in any particular field.” (Dkt. #61 p. 16 ln. 12-14). The 

sweatshirts sold by Doc Morgan appear to cost approximately $30. Defendant’s custom sweatshirts are 

priced at approximately $50 depending on customization, glitter, etc. (Dkt. #65 p. 17-102). $30 is not 

“inexpensive” to a minor working their way up through the ranks of Job’s Daughters International. So 

while an inexpensive good would weigh in favor of JDI, these goods are not inexpensive for its 

membership, and members would take great care in how they show their organizational pride – thus this 

factor weighs against JDI.  See AMF, Inc. v. Sleekcraft Boats, 599 F.2d 341, 353 (9th Cir. 1979).

3. Intent in Selecting Mark / Expansion of Product Lines

Defendant acted not “to deceive the public” but to assist the wearers “to publicly express her 

allegiance to the organization” Lindeburg 633 F.2d at 920. JDI’s PMK and Executive Director for over 40 

years, testified as to each and every JDI Image put at issue by JDI that those images would indeed show 

allegiance and membership in JDI (Dkt. #41-2 p. 142 58:16-25, 59:1-3, 57:13-19, Dkt. #41-2 p. 141 56:10-

15, 55:5-11, 53:9-15, Dkt. #41-2 p. 140 51:14-23, 50:9-18, 49:3-10). Further, JDI doesn’t have any 

“product lines” bearing the words “Job’s Daughters”, “IYOB FILIAE”, or “JDI”. In fact, doing so, and 

going into such a business, would likely put their 501(c)(3) designation at risk; and there is no risk that 

Defendant is going to expand her graphic design and printing business into a service or club for young 

women. These factors weigh in favor of Defendant. 

B. False Designation of Origin, Violations of State Deceptive Trade Practices, Common Law 

JDI dismisses Defendant’s arguments without rebuttal, (incorrectly) asserting the analysis here is 

the same as for standard trademark infringement. The fact remains that Defendant has made no false 
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statements or advertisements. Plaintiff can prove no material issue of triable fact that might show false 

designation of origin or unfair competition – therefore, respectfully, there can be no finding of “false 

designation of origin” or a violations of any state deceptive trade practices acts.  

C. Res Judicata / Collateral Estoppel

Defendant does not argue this doctrine based upon lack of confusion. Defendant argues that her use 

of the words “Job’s Daughters”, “JDI”, and “IYOB FILIAE” are identical to Lindeburg’s use of “the Job's 

Daughters insignia and the words “Job’s Daughters.”” Lindburg, 633 F.2d at 912. Those words, and their 

use by JDI, despite the passage of time, have not changed. The “name and emblem are functional aesthetic 

components [...] are being merchandised on the basis of their intrinsic value, not as a designation of origin 

or sponsorship.” Id. at 918. This certainly applies here, as the garments made by Defendant are only made 

at the request and to the specifications of representatives of JDI’s Supreme, Grand, or Bethel Guardian 

Councils, or committees thereunder. This is not a trademark use. 

D. Laches / Unclean Hands / Abandonment / Damages

JDI, in its opposition, has not raised anything to successfully rebut Defendant’s arguments thereto, 

therefore Defendant dispenses with further discussion, without acquiescing to Plaintiff’s claims, save the 

following: “in a suit for damages under Section 43(a) of the Lanham Act of 1946, 15 U.S.C.S § 1125(a), 

actual evidence of some injury resulting from the deception is an essential element of the plaintiff's case.” 

Harper House, Inc. v. Thomas Nelson, Inc., 889 F.2d 197, 208 (9th Cir.1989). 

IX. CONCLUSION 

If Defendant prevails, she is then entitled to fees under Section 25(a) of the Lanham Act as set forth 

in Sunearth, Inc. v. Sun Earth Solar Power Co., 839 F.3d 1179, 1180 (9th Cir. 2016) citing 15 U.S.C. § 

1117(a). That inquiry would be fact specific and necessitate additional briefing and offers of evidence. As 

to the claims in Plaintiff’s Complaint, as set forth herein, there are no genuine issues of material fact 

concerning JDI’s claim of trademark infringement or the affirmative defenses, therefore Defendant 

respectfully requests her Motion for Summary Judgment be granted and Plaintiff’s Complaint be dismissed 

with prejudice. 
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Respectfully submitted, 

DATED this 30th day of March, 2018.

By /s/ Patricia I. Forman, Esq.   ____________

Patricia I. Forman, Esq. California Bar No. 245108, pro 
hac vice for Counter- Complainant / Defendant Heidi 
Yoast

931 N. Maple Street Ste. 104
Burbank, CA 91505
Telephone: 213-2708403
Email: patriciaforman@gmail.com

LEAD ATTORNEY
ATTORNEY TO BE NOTICED

By  /s/ Tracey V. Munger_____________
Tracey V. Munger, WSBA #33854

GROVES LAW OFFICES, LLP
THE OLD TACOMA ARMORY
1001 S YAKIMA AVE #1
TACOMA, WA 98405
Phone: (253) 220-3511
Fax: (253) 220-5557
laura@groveslawoffices.com
tracey@groveslawoffices.com
LEAD ATTORNEY
ATTORNEY TO BE NOTICED
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CERTIFICATE OF SERVICE

The undersigned declares and states as follows:

I am a citizen of the United States, over the age of 18 years, not a party to the above-
referenced matter, and am competent to be a witness.

On March 30, 2018, I electronically filed the following document(s):

DEFENDANT’S REPLY TO PLAINTIFF’S OPPOSITION TO HER 
MOTION FOR SUMMARY JUDGMENT AND MEMORANDUM OF POINTS AND 
AUTHORITIES IN SUPPORT THEREOF 

with the Clerk of the Court using the CM/ECF system which will send notification of such filing to 
all associated counsel of record.

I also served said documents in the manner set forth below on the following parties:

Rodney L. Umberger, WSBA #24948
Daniel J. Velloth, WSBA #44379
WILLIAMS, KASTNER & GIBBS, PLLC
601 Union Street, Suite 4100
Seattle, WA  98101-2380
Telephone: 206/628-6600 
Fax: 206/628-6611
rumberger@williamskastner.com
dvelloth@williamskastner.com 
Attorneys for Plaintiff

 Via U.S. Mail
 Via Facsimile Transmission
 Via Email by USDC Western 

District EM/ECF Filing System
 Via Hand-Delivery

Brian T. McKernan, NE #22174
McGRATH NORTH MULLIN & KRATZ, PC LLO
Suite 3700 First National Tower
1601 Dodge Street
Omaha, Nebraska  68102
Telephone: 402/341-3070
Fax:  402/952-6896
bmckernan@mcgrathnorth.com

Attorneys for Plaintiff Job’s Daughters International

 Via U.S. Mail
 Via Facsimile Transmission
 Via Email by USDC Western 

District EM/ECF Filing System
 Via Hand-Delivery

I declare under penalty of perjury according to the laws of the State of Washington that the 
above statements are true and correct.

SIGNED at Burbank, California this 30th day of March, 2018.

/s/ Patricia Forman
Printed name: Patricia Forman
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Honorable Robert S. Lasnik 
_________________

UNITED STATES DISTRICT COURT
WESTERN DISTRICT OF WASHINGTON

JOB’S DAUGHTERS INTERNATIONAL,

Plaintiff,

v.

HEIDI YOAST,

Defendant; and

HEIDI YOAST,

Counterclaim Plaintiff,

v.

JOB’S DAUGHTERS INTERNATIONAL, 
ROD REID, an individual

Counterclaim Defendant

NO. 16-CV-01573-RSL

DECLARATION OF PATRICIA 
FORMAN IN SUPPORT OF 
DEFENDANT’S REPLY TO 
PLAINTIFF’S OPPOSITION TO THE 
MOTION FOR SUMMARY 
JUDGMENT 

I, Patricia Forman, hereby declare as follows:

1. I am over the age of 18, licensed to practice law in California (Cal. Bar No. 245108), 

and admitted to the Washington State Bar pro hac vice in this matter. I am Counsel of Record 

for Defendant Heidi Yoast, and I make this Declaration based on personal knowledge and am 
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competent to testify as set forth herein.

2. As part of its document production in response to Defendant’s First Request for 

Production of Documents to JDI, JDI produced emails sent by one of its Trademark Liasons, 

Ms. Bobbie Lampi. Attached hereto and incorporated herein as Exhibit 1 are true and correct 

copies of some of those emails as produced by JDI, marked as Bates No. JDI0001389 and 

JDI_000783. 

3. As part of its document production in response to Defendant’s First Request for 

Production of Documents to JDI, JDI produced emails stating that JDI had no contact 

information for Ms. Yoast that were sent on or about January 22, 2016. Attached hereto and 

incorporated herein as Exhibit 2 is a true and correct copy of that email, Bates No. JDI_000166. 

I declare under penalty of perjury that the foregoing is true and correct to the best of my 

knowledge and belief.

DATED this 29th day of March at Burbank, California.

_________________

_________________
Patricia Forman
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CERTIFICATE OF SERVICE

The undersigned declares and states as follows:

I am a citizen of the United States, over the age of 18 years, not a party to the above-
referenced matter, and am competent to be a witness.

On March 30, 2018, I electronically filed the following document(s):

DECLARATION OF PATRICIA FORMAN IN SUPPORT OF 
DEFENDANT’S REPLY TO PLAINTIFF’S OPPOSITION TO THE MOTION 
FOR SUMMARY JUDGMENT

with the Clerk of the Court using the CM/ECF system which will send notification of such 
filing to all associated counsel of record.

I also served said documents in the manner set forth below on the following parties:

Rodney L. Umberger, WSBA #24948
Daniel J. Velloth, WSBA #44379
WILLIAMS, KASTNER & GIBBS, PLLC
601 Union Street, Suite 4100
Seattle, WA  98101-2380
Telephone: 206/628-6600 
Fax: 206/628-6611
rumberger@williamskastner.com
dvelloth@williamskastner.com 
Attorneys for Plaintiff

 Via U.S. Mail
 Via Facsimile Transmission
 Via Email by USDC Western 

District EM/ECF Filing System
 Via Hand-Delivery

Brian T. McKernan, NE #22174
McGRATH NORTH MULLIN & KRATZ, PC LLO
Suite 3700 First National Tower
1601 Dodge Street
Omaha, Nebraska  68102
Telephone: 402/341-3070
Fax:  402/952-6896
bmckernan@mcgrathnorth.com

Attorneys for Plaintiff Job’s Daughters International

 Via U.S. Mail
 Via Facsimile Transmission
 Via Email by USDC Western 

District EM/ECF Filing System
 Via Hand-Delivery

I declare under penalty of perjury according to the laws of the State of Washington that 
the above statements are true and correct.

SIGNED at Burbank, California this 30th day of March, 2018.

/s/ Patricia Forman
Printed name: Patricia Forman
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