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Hon. Robert S. Lasnik

UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF WASHINGTON

AT SEATTLE
JOB’S DAUGHTERS INTERNATIONAL, NO. 16-CV-01573-RSL
Plaintiff, NOTICE OF MOTION AND
MOTION FOR SUMMARY
V. JUDGMENT;
HEIDI YOAST, MEMORANDUM OF POINTS AND
AUTHORITIES;

Defendant; and
DECLARATIONS OF HEIDI

HEIDI YOAST, YOAST, PATRICIA FORMAN,
KIMBERLY KENT, DONNA
Counterclaim Plaintiff, PARRISH, AND SONYA KEITH
INSUPPORT THEREOF;
V.

REQUEST FOR JUDICIAL
JOB’S DAUGHTERS INTERNATIONAL, ROD NOTICE

REID, an individual
ORAL ARGUMENT REQUESTED

Counterclaim Defendants

TO: ALL INTERESTED PARTIES AND THEIR ATTORNEYS OF RECORD:

NOTICE IS HEREBY GIVEN that on March 30, 2018, or as soon thereafter as the matter may be
heard, the Defendant will appear in this action and move the above entitled Court, located at 700
Stewart Street, Suite 15128 Seattle, WA 98101-9906, for an order granting summary judgment in
favor of the Defendant, pursuant to Fed. R. Civ. P. 56, on the grounds that Plaintiff’s Complaint,
filed on October 6, 2016 action has no merit, there is no triable issue as to any material fact and

Defendant is entitled to judgment as a matter of law.
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This motion is based upon this Notice, the records and papers on file herein, the attached

Memorandum of Points and Authorities, the Declarations of Patricia Forman, Heidi Yoast, Donna

Parrish, Sonya Eith, and Kimberly Kent, the attached Separate Statement of Undisputed Material

Facts, and on such other evidence as may be presented at the hearing of this motion.

DATED this 26th day of February, 2018.

By /s/ Patricia I. Forman, Esq.

Patricia I. Forman, Esq. California Bar No. 245108,
pro hac vice for Counter- Complainant / Defendant
Heidi Yoast

931 N. Maple Street Ste. 104
Burbank, CA 91505

Telephone: 213-2708403

Email: patriciaforman@gmail.com

LEAD ATTORNEY
ATTORNEY TO BE NOTICED

By /s/ Tracey V. Munger

Tracey V. Munger, WSBA #33854
GROVES LAW OFFICES, LLP
THE OLD TACOMA ARMORY
1001 S YAKIMA AVE #1
TACOMA, WA 98405
Phone: (253) 220-3511
Fax: (253) 220-5557
laura@groveslawoffices.com
tracey@groveslawoffices.com
LEAD ATTORNEY
ATTORNEY TO BE NOTICED
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PATRICIA I. FORMAN, ESQ.
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MEMORANDUM OF POINTS AND AUTHORITIES

. STATEMENT OF FACTS

Defendant Heidi Yoast (hereinafter “Defendant” or “Yoast”) has been a member of Job’s
Daughters International, aka the International Order of Job’s Daughters (“JDI”), since April 18th,
1981 when she was initiated into Bethel No. 71 in Kent, Washington. (Separate Statement No. 1.)
Since Yoast’s initiation into JDI, she has held various offices as both a member (between the ages
of 11 and 20) and an adult volunteer throughout the years. Yoast is a Majority Member, Past
Honored Queen, and Past Grand Bethel Honored Queen. (Separate Statement No. 2.). Majority
Members of JDI are entitled to all the “right [sic] and privileges of a member except voting and
holding office.” (Separate Statement No. 3.)

JDI maintains and occasionally updates Bylaws governing conduct of members of JDI. The
bylaws and policies of the JDI Board of Trustees governing use of the words “Job’s Daughters”,
“I'YOB FILIAE”, “Daughters of Job”, “International Order of Job’s Daughters”, “10JD”,“JDI” and
“JD International” are set forth in the current version of the Bylaws at POL-BOT 4 1 under Section
1(d). (Separate Statement No. 4). Under “Instructions for Use,” the JDI Bylaws state that
“Trademarks set forth in 1(d) above may be used on by [sic] the SGC, GGCs, JGCs, or Bethels for
official purposes of those organizations without applying for permission.” (Separate Statement No.
5).

Yoast has conducted her graphic design and promotional printing business in Maple Valley,
Washington since approximately 2009. (Separate Statement No. 6.) Yoast relies on “word of
mouth” to advertise her graphic design and promotional services, which has included informal posts
on Facebook of clothing items ordered from Yoast by JDI members or volunteers. (Separate
Statement No. 7.) Yoast maintains no budget for outside marketing services. (Separate Statement
No. 8.)

On or about August 17, 2016, JDI sent a “cease and desist” letter to Yoast demanding

destruction of infringing “materials” in her possession and an accounting of Yoast’s gross revenues.
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(Separate Statement Fact No. 9.) On August 29, 2016, Yoast responded to JDI’s letter requesting
that JDI identify the alleged infringing materials, but she received no response. (Separate Statement
Fact Nos. 10-12.) Yoast made repeated requests for JDI to identify the infringing items, but JDI
remained completely silent until October 7, 2016, when Counsel for JDI responded via email that
“today [JDI is] filing a lawsuit in the United States District Court for the Western District of
Washington.” (Declaration of Heidi Yoast, ) In fact, JDI had already filed its Complaint against
Yoast on October 6, 2016, the day before JDI responded to Yoast’s correspondence. (Separate
Statement Fact No. 13.)

Plaintiff's complaint for trademark infringement, false designation of origin and unfair
competition, violation of state deceptive trade practices acts (although whether the “state”
referenced is Washington or Nebraska is unclear), and “Common Law infringement, dilution,
unfair competition, and deceptive trade practices” of the State of Washington, is based on
Plaintiff’s allegations that the Defendant “wrongfully” used the “trademarks and trade names:
JOB’S DAUGHTERS, JOB’S DAUGHTERS INTERNATIONAL, INTERNATIONAL ORDER
OF JOB’S DAUGHTERS, JD INTERNATIONAL, JD INTERNATIONAL and Design, IYOB
FILIAE and Design, I'YOB FILIAE, JOB’S DAUGHTERS KIDS HELPING KIDS HIKE and
Design, and HIKE” which Plaintiff refers to as “JDI Marks.” (Separate Statement No. 15.) Plaintiff
has not offered any evidence that Defendant has ever used any of JDI’s listed and federally
registered trademarks, set forth by Plaintiff as U.S. Trademark Registration Numbers: 3136906
(JOB’S DAUGHTERS INTERNATIONAL); 3036155 (J D INTERNATIONAL and Design);
2967553 (JD INTERNATIONAL and Design); 12355594 (1'YOB FILIAE and Design), nor has
Plaintiff ever alleged that Defendant used the words “Daughters of Job,” “International Order of
Job’s Daughters,” “10JD,” “JDI,” *“JD International,” “JOB’S DAUGHTERS KIDS HELPING
KIDS HIKE and Design,” or “HIKE.” (Separate Statement No.16). Defendant has, however, used
the words “Job’s Daughters” and it’s Greek translation, “I'YOB FILIAE” on custom apparel ordered

by and made on behalf of the Supreme Guardian Council (“*SGC”), Grand Guardian Council(s)
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(*GGC”), Jurisdictional Grand Council(s) (“JGC”), Bethels, or Committees thereof. (Separate
Statement No. 17.)

JDI has continuously resisted efforts, despite several requests from Defendant, to provide a
concise and specific listing of images or products created by Defendant which JDI contends
infringe upon its alleged trademark rights. (Separate Statement No. 18). It’s first refusal was on
January 12, 2017, in JDI’s Answers to Defendant’s First Set of Interrogatories. (Separate Statement
No. 19.)When asked to identify for “each and every one of Plaintiff’s Marks that [JDI] contends is
or has been infringed by Defendant” “each and every one of Defendant’s products that bears or is
advertised, offered for sale, or sold in connection with such trademark in violation of Plaintiff’s
trademark rights,” JDI responded only that Defendant should refer “to the photographs on
Defendant’s Facebook page depicting images of clothing items whereby Defendant utilized
Plaintiff’s Marks without approval.” (Separate Statement No. 19). Despite Defendant’s meet and
confer letter of February 17", 2017 which attempted to obtain some clarity on the issue, no further
answer was forthcoming. (Separate Statement No. 20).

On November 30", 2017, December 5™, 2017, and again on December 7™, 2017, Counsel
for Defendant requested that JDI’s Counsel provide information regarding JDI’s allegations in an
attempt to meet and confer on that issue, specifically requesting JDI to confirm that the products
and images JDI alleged infringed upon its trademarks were limited to the JDI provided images
within the email of December 13", 2016. (Separate Statement No. 21). JDI’s Counsel confirmed via
telephone that those were the images / products at issue, unless additional images / products came
to light during the remainder of discovery of which JDI was previously unaware. (Separate
Statement No. 22). Even after the close of discovery, however, JDI refused to provide a complete
response to Defendant’s query, admitting only that “the images set forth above are some instances
of Defendant’s infringement but deny that those images constitute a complete and full list.”
(Separate Statement No. 23). When confronted with the aforementioned images at deposition

(“hereinafter “Images”) JDI’s PMK stated that she did not know who had made or ordered many of
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them. (Separate statement Nos. 26, 28, 32, 60, 63, 66, 69). Due to this constant waffling by JDI,
Defendant has no choice but to proceed as if the only terms at issue in this matter are the terms
“Job’s Daughters” and/or “I'YOB FILIAE” as indicated in the Images provided by JDI on
December 13", 2016 (Separate Statement No. 17).

Of those fifteen (15) Images, seven (7) were ordered by Bethels or Grand Bethels of JDI.
(Separate Statement Nos. 46, 50, 53, 56, 59, 62, 65). Two (2) were ordered by a representative of
the Missouri Grand Bethel Ways and Means Committee. (Separate Statement Nos. 34, 37). Five (5)
were ordered by representatives of various Grand Guardian Councils’ Miss Job’s Daughter Pageant
Committees (Separate Statement Nos. 30, 31, 40, 43, 68). One (1) was not created or printed by Ms.
Yoast at all. (Separate Statement No. 27). Each and every image and product called into question
by JDI was ordered by and created for an authorized representative of JDI and correspond to JDI
policies that permit those products to be made at the request of a Supreme, Grand, or Bethel
Guardian Council or Committee thereof without further permission (Statement of Facts Nos. 4, 5).

Even if, for the sake of argument, the products depicted in the Images weren’t ordered by
representatives of JDI itself, as a threshold issue, JDI is unable to assert the broad common law
trademark rights they appear the claim in the phrases “Job’s Daughters” and “I'YOB FILIAE.”
Defendant’s Interrogatory No. 2 (Separate Statement No. 19) asked JDI to identify the goods and
services associated with those phrases, but JDI’s answer was non-responsive — and the “garments”
shown in JDI’s official Doc Morgan catalog do not bear these phrases (Separate Statement No. 73).
Furthermore, during the meet and confer process in December 2017, Counsel for JDI confirmed
that the products responsive to Yoast’s interrogatory regarding the matter were limited to the
universe of Doc Morgan products represented by the Doc Morgan catalog produced by JDI in
discovery. (Separate Statement No. 22, 73). For this reason, and as the logical conclusion of the
facts stated above, JDI’s claims for trademark infringement, false designation of origin and unfair

competition, violation of state deceptive trade practices acts (although whether the “state”
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referenced is Washington or Nebraska is unclear), and “Common Law infringement, dilution,
unfair competition, and deceptive trade practices” of the State of Washington fail on their merits.
I1. STANDARD FOR GRANT OF SUMMARY JUDGMENT

JDI’s “kitchen sink” style Complaint requires an equally extensive outline of the laws and
affirmative defenses implicated. By this motion for summary judgment, brought pursuant to Fed. R.
Civ. P. 56(a), Defendant contends that Plaintiff’s complaint lacks merit and she is entitled to
summary judgment as a matter of law because there are no material issues of fact or law at issue.
Celotex Corp. v. Catrett, 477 U.S. 317, 322-25, (1986).

Defendant is entitled to summary judgment where no triable issues of material fact exist as
to Plaintiff’s claims and as to Defendant’s defenses. Fed. R. Civ. P. 56(a); Id. at 322-25. Once
Defendant meets her burden, that burden shifts to plaintiff to show that a triable issue of a material
fact exists as to a cause of action or defense. Bacchus Industries, Inc. v. Arvin Industries, Inc., 939
F.2d 887, 891 (10th Cir. 1991). Defendant contends that summary judgment is proper in the case at
bar, because the facts and law as set forth herein.

Summary judgment is a drastic but necessary remedy that should be used to protect a party
from harassing or costly but unnecessary litigation. U.S. for Use of Edward E. Morgan Co. v.
Maryland Cas. Co., 147 F.2d 423, 424-25 (5th Cir. 1945) (summary judgments are viewed
positively); Washington Post Co. v. Keogh, 365 F.2d 965, 967-68 (D.C. Cir. 1966) (summary
judgment is designed to avoid costly and lengthy litigation when there are no genuine issues of fact
and to prevent a party from using litigation to harass the opposing party or force settlement upon
the opposing party); C. F. W. Const. Co. v. Travelers Ins. Co., 363 F.2d 557, 559 (6th Cir. 1966)
(summary judgment is a drastic remedy but should be granted under appropriate circumstances).
The necessity of this doctrine becomes apparent in the instant case, due to JDI’s history with
litigation on these same issues.

As shown in her Separate Statement of Undisputed Facts, Defendant has produced evidence

that her custom designed garments were ordered by authorized representatives of JDI (Separate
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Statement, Fact Nos. 30, 31, 34, 37, 40, 43, 46, 50, 53, 56, 59, 62, 65, 68). Defendant has also
produced evidence that those authorized representatives not only had apparent authority to
commission those custom items, but that, to conform the JDI bylaws with the actual practice of its
elected and appointed representatives, JDI changed its bylaws just prior to the initiation of this
litigation to give those representatives actual authority, making JDI’s action moot. (Separate
Statement Nos. 5, 97). Moreover, Defendant can establish, as set forth herein, that her use of the
words “Job’s Daughters” and/or “I'YOB FILIAE” on custom garments is solely a functional
aesthetic component of the garment, not as a designation of origin or sponsorship, and therefore not
an infringement of JDI’s alleged trademark rights. Based upon the foregoing, Plaintiff’s complaint
lacks merit and Defendant is entitled to summary judgment as a matter of law.
I11. PLAINTIFF CANNOT ESTABLISH ANY TRIABLE ISSUE OF MATERIAL FACT TO
SUPPORT THE CLAIMS SET FORTH IN ITS COMPLAINT

A. Plaintiff’s Claim for Trademark Infringement

JDI’s Complaint takes issue with and claims that Defendant’s use of the words “Job’s
Daughters” and/or “I'YOB FILIAE” as shown in the JDI provided Images somehow infringes upon
JDI’s claimed trademarks creating the “false and misleading impression that Defendant is
sanctioned, permitted, authorized or otherwise approved by JDI to use the JDI Marks*” (Plaintiff’s
Complaint 128, Request for Judicial Notice Exhibit A). As set forth above, JDI has offered no
evidence that Defendant has used anything defined as “JDI Marks” except the words “Job’s
Daughters” and “I'YOB FILIAE,” (Separate Statement Nos. 16, 17) therefore discussion shall be
limited to those phrases.

i.  The Existence And Strength Of Job’s Daughters And I'YOB FILIAE As Common

Law Trademarks

1JDI defines “JDI Marks” in it’s Complaint as “JOB’S DAUGHTERS, JOB’S DAUGHTERS
INTERNATIONAL, INTERNATIONAL ORDER OF JOB’S DAUGHTERS, 10JD, JD INTERNATIONAL, JD
INTERNATIONAL and Design, 'YOB FILIAE and Design, I'YOB FILIAE, JOB’S DAUGHTERS KIDS
HELPING KIDS HIKE and Design, and HIKE.” (Separate Statement)
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JDI insists that the “JDI Marks” are “strong and entitled to broad protection.” (Plaintiff’s
Complaint 124, Request for Judicial Notice Exhibit A). But “a user claiming ownership of a
trademark under common-law principles does not enjoy the benefit of the presumptions conferred
by federal registration and must establish his right to exclusive use...a plaintiff asserting a claim of
infringement against common-law trademark ownership rights bears the burden of establishing its
exclusive right to use the mark by actual use in a given territory.” Emergency One, Inc. v. Am. Fire
Eagle Engine Co., 332 F.3d 264, 265 (4™ Cir. 2003). The territorial extent of ownership rights in an
unregistered mark is not unlimited. 1d. at 268.

Alone, the words “Job’s Daughters” and their Greek/Latin-hybrid counterpart, “I'YOB
FILIAE,” if protected by trademark law, would be categorized as “descriptive marks,” since they
have a common meaning — it indicates the girls indicated in the Book of Job at 42:15, where it
states “And in all the land there were no women so beautiful as Job’s daughters. And their father
gave them an inheritance among their brothers” English Standard Version, 42:15. See Worthington
Foods, Inc. v. Kellogg Co., 732 F. Supp. 1417, 1433 (S.D. Ohio 1990). Therefore the words “Job’s
Daughters” and “I'YOB FILIAE” are protected as trademarks only insofar as they have acquired
distinctiveness through secondary meaning apart from their reference to the Biblical daughters of
Job. Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 764 (1992).

Defendant does not contend that the words “Job’s Daughters” do not have secondary meaning.
Clearly, “Job’s Daughters” has come to refer to the organization of “Job’s Daughters International,”
the Masonic-affiliated youth organization for young women between the ages of 10-20. What we
have, therefore, is what appears to be a common law service mark rather than a common law
trademark. The fact that JDI itself has registered its formal organizational name, “Job’s Daughters
International,” with the USPTO as a service mark categorized as “IC 035. US 100 101 102. G & S:
association services, namely, promoting the interests of girls between the ages of 10 and 20”
(Separate Statement No. 98) seems to bear out that assertion. No evidence, however, has been

offered that the words “Job’s Daughters” have developed secondary meaning relating to tangible
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goods, like clothing. Descriptive marks are entitled to protection only as broad as the secondary
meaning they have acquired. The only “right” existent in JDI’s use of the words “Job’s Daughters”
is use as a service mark referencing the organization called JDI.

The Greek translation, “I'YOB FILIAE,” however, has no secondary meaning at all. JDI has
provided no contemporary historical instance whereby it referred to its organization — or anything
else that might garner trademark protection —as “I'YOB FILIAE.” In fact, the only apparent
connection with the words “I'YOB FILIAE” and the JDI organization is the use of those words in
one of its registered trademarks, where it sits at the bottom of a triangle within which is enclosed
three girls wearing capes and crowns. (Separate Statement No. 99). Furthermore, JDI itself testified
that “not very many people would know 1'YOB FILIAE and what that means.” (Separate Statement
No. 49). Thus we continue the inquiry relative only as to the words “Job’s Daughters.” If, however,
the Court were to determine some secondary meaning of the words “I'YOB FILIAE,” the inquiry
would track and be identical with the analysis below relative to the words “Job’s Daughters.”

ii. Defendant Has Not Infringed On The Phrase “Job’s Daughters”

Since the words “Job’s Daughters” appear to be a valid common law service mark, indicating
the same organization as JDI’s registered “Job’s Daughters International” service mark, the final
task is to determine if the Defendant’s use of a the words “Job’s Daughters” brings about
"likelihood of confusion™ on the part of the consuming public. See Thompson v. Spring-Green
Lawn Care Corp., 126 11l. App. 3d 99, 105 (1984). This foundation takes us to the 9™ Circuit’s
eight factors that have been determined to guide the determination of likelihood of confusion: (1)
the similarity of the marks; (2) the relatedness of the two companies' services; (3) the marketing
channel used; (4) the strength of the marks; (5) the competitor's intent in selecting its mark; (6)
evidence of actual confusion; (7) the likelihood of expansion into other markets; and (8) the degree
of care likely to be exercised by purchasers. Qwest Communs. Int'l v. Oneqwest, No. CO2-829R,

2002 U.S. Dist. LEXIS 25469, at *1 (W.D. Wash. Nov. 11, 2002).
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The first factor can be dispensed with as we are discussing use of the words “Job’s Daughters”
— clearly this is the same as the “Job’s Daughters” common law service mark. As to point two, the
“relatedness of the two companies’ services,” no two service providers could be farther apart. JDI is
a fraternal organization. Defendant is not running a fraternal organization — or any organization.
Defendant is a custom graphic design and print shop operating under the name “Pink Power
Printing,” among others. In fact, her use of the words “Job’s Daughters” has only ever been on
behalf of representatives of JDI so that those wearing her custom goods can indicate membership in
JDI. JDI cannot meet the requirements of the second factor.

The third factor (the marketing channel used) can also not be met by JDI. Defendant’s
marketing channels, minimal as they are, are for goods and graphic design services — not for
organizations or membership in any kind of club. Furthermore, although they both advertise via the
internet, JDI advertises only at its official web and Facebook pages. Job’s Daughters International,

Job’s Daughters International, https://jobsdaughtersinternational.org (last visited Feb. 18, 2018)

and Job’s Daughters International, Job’s Daughters International®, Sisters. Leaders. Friends.,

https://www.facebook.com/jobsdaughtersinternational/ (last visited Feb. 18, 2018). Defendant’s

internet presence occupies only her website and social media pages: Heidi Yoast, Pink Power

Printing, Home of Sweet JoRaDe and Heidi Pink Ink & Chris, http://www.pinkpowerprinting.com,

(last visited Feb. 18, 2018), Heidi Yoast, Sweet JoRaDe — Pink Power Printing, Rockin’ the

POWER to the PINK since 2008, https://www.facebook.com/sweetradejo/, (last visited Feb. 18,

2018) and Heidi Yoast, Pink Power Printing — Rockin’ the POWER to the PINK since 2008,

https://www.facebook.com/PinkPowerPrinting/, (last visited Feb. 18, 2018). These channels are

markedly different and this factor fails.

The fourth factor (the strength of the mark) is based on how likely the mark is to be
remembered and associated in the public's mind. Qwest, No. CO2-829R, 2002 U.S. Dist. LEXIS
25469, at *23-24. No allegations have been made or evidence offered that the public, or even the

members of JDI, associates the services provided by JDI with the custom design and printing of
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garments. In fact, in the catalog of their official vendor, Doc Morgan, provided by JDI in discovery,
there aren’t even any garments offered with only the words “Job’s Daughters” on them (Separate
Statement No. 73). Even if there were — Defendant’s products don’t use “Job’s Daughters” as a
stand-alone phrase — each and every one is accompanied by a title or a location for the JDI
representative ordering the product (Separate Statement No. 21).

The fifth factor (Defendant’s intent in selecting the mark) also goes against infringement.
Defendant used this mark not “to deceive the public” but to assist the wearers “to publicly express
her allegiance to the organization” - JDI. Int'l Order of Job's Daughters v. Lindeburg & Co., 633
F.2d 912, 920 (9th Cir. 1980). Ms. Susan Goolsby, specified by JDI in response to Defendant’s
subpoena under Fed. R. Civ. P. 30(b)(6), has testified as to each and every Image put at issue by
JDI that those images would indeed show allegiance and membership in JDI (Separate Statement
Nos. 29, 33, 36, 39, 42, 45, 48, 52).

As to the sixth factor, likelihood of confusion, likelihood of confusion will be found only where
“consumers are likely to assume that a mark is associated with another source or sponsor because of
similarities between the two marks.” Acad. of Motion Picture Arts & Scis. v. Creative House
Promotions, Inc., 944 F.2d 1446, 1456 (9th Cir. 1991). Again, the phrase “Job’s Daughters” on
Defendant’s garments refer back to the fraternal organization of JDI — not to Defendant — as the
purpose is for the wearer to show membership in JDI. As in Lindeburg, JDI has failed to provide
any evidence of “a single instance in which a customer was misled about the origin, sponsorship, or
endorsement of...[Defendant’s garments]...”nor that it received any complaints
about...[Defendant’s]...wares.” Lindeburg, 633 F.2d at 920 (Separate Statement No. 79).
Plaintiff’s claims fail on the sixth factor.

The seventh factor (likelihood of expansion) contemplates a scenario where a defendant has not
yet entered the plaintiff's market but is likely to expand into it. Qwest, No. CO2-829R, 2002 U.S.
Dist. LEXIS 25469, at *26. There is no risk that Defendant is going to expand her graphic design

and printing business into a service or club for young women.
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“The eighth and final factor in the analysis is the standard of care likely to be used by relevant
consumers, considering the care exercised by the "least sophisticated consumer."” Id. at 26. JDI
spends an inordinate amount of time singing the praises of their “official”” vendor, “Doc Morgan
International.” 1t’s listed on their website. 1t’s discussed ad nauseam in their Certified Adult
Volunteer program (Separate Statement No. 100). There are even stories of JDI leaders telling
members they may not wear jewelry that was not manufactured by Doc Morgan to official meetings
(Separate Statement No. 87). To what purpose, Defendant does not know. There is no possibility
that any consumer interested in showing their affiliation with JDI would not know of Doc Morgan
and its official JDI vendor status. “Pink Power Printing” and “Sweet JoRaDe” are not at all similar
to “Doc Morgan” or JDI. JDI’s claim fails on the eighth factor.

iii. JDI Consented to Defendant’s use of the words “Job’s Daughters” and “I'YOB

FILIAE”

Aside from the 9™ Circuit’s first factor, JDI can state no material issue of undisputed fact that
would allow it to prevail on any prong of the test, much less upon its totality. But there is a final
consideration. The issue of consent. “Use” of a common law service mark is only “infringing” if
done “without the consent of the registrant” (or, here, owner of the common law mark). Brookfield
Communs., Inc. v. W. Coast Entm't Corp., 174 F.3d 1036, 1046 n.6 (9th Cir. 1999). Not
surprisingly, cases where an alleged infringer had actual permission from the Plaintiff to make the
product in question are exceedingly rare — if they even exist. Therefore we turn to the definition of
“consent”: “Black's Law Dictionary defines consent as "a concurrence of wills,"” "agreement,”
"acquiescence or compliance.” Black's Law Dictionary, 6th ed. 1990.” VRC, L.L.C. v. City of Dall.,
No. 3: 03-CV-2450-B, 2004 U.S. Dist. LEXIS 25575, at *11 (N.D. Tex. Dec. 21, 2004).

It is uncontested that each and every item at issue in the JDI Images were made on behalf of the
JDI Supreme Guardian Council, Grand Guardian Council(s), Jurisdictional Grand Council(s),
Bethels, or Committees thereof (Separate Statement Nos. 30, 31, 34, 37, 40, 43, 46, 50, 53, 56, 59,

62, 65, 68). JDI has provided no evidence to countermand this assertion. Certainly, contacting a
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vendor to create a custom item with either your title or your location within the Job’s Daughters
universe, taking delivery of said items, and then paying for said items indicates “consent” under
both the legal, and common sense definition of the word. Since Defendant had clear consent to
create the products depicted in the Images, JDI’s claim fails as to its allegation of trademark
infringement, and summary judgment should be granted in favor of Defendant.

B. False Designation Of Origin And Unfair Competition

Plaintiff asserts, in its complaint, that “Defendant’s conduct including, but not limited to, use of
the JDI Marks on similar product(s), tends to falsely represents [sic] that Defendant and its
aforesaid product(s) as being affiliated, connected or associated with or sponsored or approved by
JDI in violation of Section 42(a) of the Lanham Act, 15 U.S.C § 1125(a).” (Plaintiff’s Complaint,
1135, Request for Judicial Notice Exhibit A). Recall that we confine our inquiry to the JDI provided
Images, and therefore only the words “Job’s Daughters” and “I'YOB FILIAE.” Plaintiff has failed
to provide concise and specific information as to what they mean by “similar product(s)”; however,
JDI did affirm that the universe of JDI “products” in commerce are limited to the Doc Morgan
Catalog (Separate Statement), which does not contain any products with solely the words “Job’s
Daughters” or “I'YOB FILIAE.” (Separate Statement No. 73). In any event, we continue our
inquiry.

To prevail on a claim under section 43(a) of the Lanham Act, a plaintiff must show: "(1) that
defendants attempted to sell their [product] by making false or deceptive representations to
customers; (2) that defendants' false and deceptive representations and advertisements actually
deceived a significant portion of the consuming public; [and] (3) that plaintiff was injured by
defendants' conduct.” BAB Sys. v. Pilatus Inv. Grp. Inc., No. 05 C 3038, 2005 U.S. Dist. LEXIS
25737, at *20 (N.D. Ill. Oct. 27, 2005) citing Harper House, Inc. v. Thomas Nelson, Inc., 889 F.2d
197, 208 (9th Cir.1989). In a suit for damages under Section 43(a) of the Lanham Act of 1946, 15
U.S.C.S § 1125(a), actual evidence of some injury resulting from the deception is an essential

element of the plaintiff's case. Id.
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Plaintiff cannot overcome the obstacle that is the requirement of actual evidence of injury
resulting from the alleged deception. Id. Plaintiff has offered no reporting or testimony or other
evidence of injury. As a threshold issue, Plaintiff’s allegation in Count I1 of their complaint fails.
Nevertheless, we continue the inquiry.

The elements of a Lanham Act 843(a) false advertising claim are: “(1) a false statement of fact
by the defendant in a commercial advertisement about its own or another's product; (2) the
statement actually deceived or has the tendency to deceive a substantial segment of its audience; (3)
the deception is material, in that it is likely to influence the purchasing decision; (4) the defendant
caused its false statement to enter interstate commerce; and (5) the plaintiff has been or is likely to
be injured as a result of the false statement, either by direct diversion of sales from itself to
defendant or by a lessening of the goodwill associated with its products.” Nat'l Prods. v. Gamber-
Johnson LLC, 699 F. Supp. 2d 1232, 1237 (W.D. Wash. 2010). As discussed, the only possible
“right” JDI has in the phrase “Job’s Daughters” is the common law service mark protection. The
only “products” Defendant sells are custom designs created in collaboration with certain customers,
which are then printed for those customers only. (Separate Statement No. 6).

First, we ask: “was there some false statement of fact by the Defendant in a commercial
advertisement about its own or another's product?” Plaintiff’s Complaint doesn’t specify. Nor does
anything in Plaintiff’s evidence as produced in discovery specify. We can only assume that what
Plaintiff means is that Defendant’s posting of the Images on her social media and web pages
constitutes, however amorphous, some “false statement of fact.”

As stated, Defendant prints custom designs created in tandem with her customers. She then
posts samples of that work on her social media and web pages to display the kinds of things she has
created for past customers (Separate Statement No. 7). But such advertising would only, at best,
qualify as nominative use, which applies where a defendant has used the Plaintiff's alleged mark to
describe the plaintiff's product rather than its own. This use “lies outside the strictures of trademark

law ... because it does not implicate the source-identification function that is the purpose of
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trademark protection.” Cairns v. Franklin Mint Co., 292 F.3d 1139, 1150 (9th Cir. 2002). Plaintiff’s
“product” that is referenced by the terms on Defendant’s customer designed items for members and
adult volunteers of JDI which use the words “Job’s Daughters,” and, possibly, “I'YOB FILIAE” is a
girls’ fraternal organization, formally organized as JDI. JDI is an organization, not a garment or a
tangible product. Plaintiff’s claim fails on the first element.

The second element requires that we ask if the statement actually deceived or has the tendency
to deceive a substantial segment of its audience. JDI affirmed in its discovery responses that they
have received no actual complaints of confusion or deception (Separate Statement No. 79). And
again, JDI is an organization, where Defendant is a graphic designer — there should be no confusion
there. Even if JDI is somehow able to successfully clarify their allegations to mean that Defendant’s
products were likely to be confused with that of Doc Morgan, JDI’s official “vendor,” the argument
still fails. Doc Morgan’s catalog does not contain a single product that is even vaguely similar to
the JDI provided Images (Separate Statement Nos. 19.1, 73). Furthermore, many vendors exist
online that sell items with the words “Job’s Daughters” on them, and members themselves
frequently make their own products. (Separate Statement No. 101). There is no belief in the JDI
community that anything in the universe with the words “Job’s Daughters” on it must have
originated from Doc Morgan — quite the contrary. Thus Plaintiff’s claim also fails on the second
element.

With that, the inquiry may cease. JDI can prove no damages. Defendant made no false
statements or advertisements. Plaintiff can prove no material issue of triable fact that might show
false designation of origin or unfair competition. Defendant therefore respectfully requests that this
Court grant her motion for summary judgment.

C. Violation of State Deceptive Trade Practices Acts

Plaintiff’s Count I11 alleges “violation of state deceptive trade practices acts.” Plaintiff takes
issue with Defendant’s “conduct,” but fails to provide specifics. In any event, to prevail in a private

claim under the Washington Consumer Protection Act, which is embodied in the Wash. Rev. Code
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ch. 19.86, the plaintiff must prove “(1) an unfair or deceptive act or practice, (2) occurring in trade
or commerce, (3) affecting the public interest, (4) injury to a person's business or property, and (5)
causation.” Panag v. Farmers Ins. Co. of Wash., 166 Wn.2d 27, 34, 204 P.3d 885, 887 (2009).

As set forth herein, Defendant engages in no “deceptive” trade practices, nor has Plaintiff
provided any evidence of such. Defendant respectfully requests that the Court take notice of the
previously set forth arguments herein on these same elements and grant her motion for summary
judgment on Count Il of Plaintiff’s Complaint.

D. Common Law

Despite JDI’s implication that this “Common Law” cause of action is separate and apart from
its Lanham Act claims, and although the parties are diverse and state law claims are made, “the
primary source of the rights sued upon is federal law.” Unital, Ltd. v. Sleepco Mfg., 627 F. Supp.
285, 288 (W.D. Wash. 1985) citing International Order of Job's Daughters v. Lindeburg & Co.,
633 F.2d 912, 917 n.8 (9th Cir. 1980). JDI, once again, relies on federal, not state, substantive
law. 1d. Defendant respectfully requests that this Court once more discard Plaintiff’s “common
law” allegation in its Complaint.

IV. EVEN IF, ARGUENDO, PLAINTIFF ESTABLISHES A TRIABLE ISSUE OF
MATERIAL FACT TO SUPPORT ITS CLAIMS, PLAINTIFF CANNOT ESTABLISH ANY
TRIABLE ISSUE OF MATERIAL FACT AS TO PLAINTIFF’S DEFENSES

A. Res judicata and collateral estoppel

The year is 1975. Lindeburg and Co. (Lindeburg), has been making and selling fraternal
jewelry and related items being the “Job’s Daughters insignia®” since 1954. Lindeburg, 633 F.2d at
914. In 1957 Lindeburg asked the JDI trademark committee to designate it an "official jeweler." Id.

The committee refused and in 1964 and 1966 asked Lindeburg to stop manufacturing and selling

2 At the time of the Lindeburg matter, the JDI “insignia” or protected mark at issue is shown in JDI’s dead
trademark Registration #1124904, which is identical to the insignia in two of JDI’s currently registered trademarks
which depict a representation of three girls within a double triangle carrying a dove, an urn, and a cornucopia.
Between the bases of the two triangles are the words "I'YOB FILIAE," the Latin/Greek translation of "Daughters
of Job." (Separate Statement No. 99).
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unlicensed jewelry. Lindeburg did not comply with this request. In 1973 Lindeburg again sought
permission to act as an official jeweler for Job's Daughters. Permission was granted for one year
and then withdrawn. In 1975 JDI brought a trademark infringement claim against Lindeburg. Id.

Now, we move forward in time to the year 2009. Defendant, a Majority Member, Past
Honored Queen, and Past Grand Bethel Honored Queen (Separate Statement Fact Nos. 1, 2) begins
designing and printing, in collaboration with her customers, custom, one of a kind garments which
occasionally bear the phrases “Job’s Daughters” or “I'YOB FILIAE” along with the customers’
titles and/or locations (Separate Statement Nos. 6, 19.1). In 2015, Defendant requested to host a
booth showcasing her design services and offering on-site custom printing of items for attendees at
JDI’s Supreme Session in 2015. JDI refused. (Separate Statement No. 80). In August of 2016, JDI
sent a cease and desist letter to Defendant demanding that she cease and desist from all use of
“Infringing Marks” and “destroy any and all materials in your possession or control bearing the
Infringing Marks.” (Separate Statement No. 9). In an attempt to clarify what her services entailed,
Defendant responded — yet JDI still brought the instant claim against Defendant (Separate
Statement Nos. 10, 11, 12). The circumstances surrounding the lead up to the instant cases and
those leading up to the filing of the claim against Lindeburg are markedly similar — so much so as
to be nearly identical. It certainly appears that JDI is looking for a “second bite at the apple.”

Issue preclusion “prohibits a party from re-litigating issues that have previously been
adjudicated.” Enica v. Principi, 544 F.3d 328, 336 (1st Cir. 2008), and nothing in the Lanham Act’s
text forbids issue preclusion. B&B Hardware, Inc. v. Hargis Indus., 135 S. Ct. 1293, 1305 (2015).
To preclude the litigation of an issue based on a prior adjudication, a party must establish (1) an
identity of issues, (2) actuality of litigation, (3) finality of the earlier resolution, and (4) the
centrality of the adjudication.” Id. at 1302-03.

JDI (previously known as the “International Order of Job’s Daughters”) is the Plaintiff in
both the instant case and in Lindburg, 633 F.2d 912, which was decided by the 9" Circuit Court of

Appeals on December 10, 1980. The then “International Order of Job’s Daughters” sued Lindeburg
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for trademark infringement arising out of Lindeburg's manufacture and sale of jewelry and other
items bearing the Job's Daughters insignia and the words *“Job’s Daughters.” 1d. In the instant
matter, JDI has sued Defendant for trademark infringement arising out of her design and printing of
custom garments for members and volunteers of JDI which bear the words “Job’s Daughters” and
“I'YOB FILIAE.” (Plaintiff’s Complaint, Request for Judicial Notice, Exhibit A, Separate
Statement No. 19.1). Except for the singular fact that Defendant does not make jewelry, but only
soft goods, the claims are identical.

The 9™ Circuit was abundantly clear in their handling of the instant issue in the Lindeburg
matter, stating “the name "Job's Daughters" and the Job's Daughters insignia are indisputably used
to identify the organization, and members of Job's Daughters wear the jewelry to identify
themselves as members. In that context, the insignia are trademarks of Job's Daughters. But in the
context of this case, the name and emblem are functional aesthetic components of the jewelry, in
that they are being merchandised on the basis of their intrinsic value, not as a designation of origin
or sponsorship.” Lindeburg, 633 F.2d at 918. That notion is even stronger in this case, since the
garments made by Defendant aren’t even merchandised — they are only made at the request and to
the specifications of representatives of JDI’s Supreme, Grand, or Bethel Guardian Councils, or
committees thereunder.

Identical to Defendant, “Lindeburg was not using the Job's Daughters name and emblem as
trademarks. The insignia were a prominent feature of each item so as to be visible to others when
worn, allowing the wearer to publicly express her allegiance to the organization.” Id. at 920.
(Separate Statement No. 19.1, 29, 33, 36, 39, 42, 45, 48, 52, 55, 58, 62, 64, 67, 70). Neither
Defendant nor Lindeburg “designated the merchandise as "official” Job's Daughters' merchandise
or otherwise affirmatively indicated sponsorship.” Id. In the Lindeburg matter, “Job's Daughters did
not show a single instance in which a customer was misled about the origin, sponsorship, or

endorsement of Lindeburg's jewelry, nor that it received any complaints about Lindeburg's wares” —
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nor can they show such a thing with respect to Defendant’s custom printed garments. Id. at 920.
(Separate Statement No. 79).

The underlying facts in the Lindeburg matter and this matter are nearly identical. The
Lindeburg matter was clearly and finally adjudicated on the merits. JDI cannot now attempt to re-
try long settled issues of law. For this, and all of the foregoing reasons, Defendant respectfully
requests this Court to grant her motion for summary judgment.

B. Laches

JDI brought this action against Defendant in 2016; however, Defendant has been making
custom items for the SGC, GGC, JGC, Bethels and their related committees since 2009 (Separate
Statement Nos. 6, 81). As succinctly stated by Judge Learned Hand, “The defense is in substance
that the defendant has built up its business upon the faith of the plaintiff's implicit assurance that it
had no grievance.” Dwinell-Wright Co. v. White House Milk Co., 132 F.2d 822, 824 (2d Cir. 1943).

While Defendant was aware that JDI used the words “Job’s Daughters” to refer to itself as an
organization, that awareness does not destroy a laches defense. Furthermore, the fact that “the
alleged infringer was simply aware of another use of the name does not furnish evidence of
likelihood of confusion.” Armco, Inc. v. Armco Burglar Alarm Co., 693 F.2d 1155, 1159 n.7 (5th
Cir. 1982).

JDI knew of Defendant’s custom design and printing business at least as early as 2009,
when JDI was directly commissioning goods from Defendant. Similarly to White House Milk, 132
F.2d at 824, JDI did nothing to inform Defendant of any concerns with her work for more than
seven years — a large enough span of time that Defendant respectfully requests should make this
Court hesitate to intervene. But Plaintiff’s implied assurance went farther — after it denied
Defendant’s collaboration request in 2015, JDI and its concordant bodies continued to order custom
items from Defendant for another year and a half. Because “a party cannot sue claiming a certain
conduct is infringement when that conduct has been occurring for many years with the party's

knowledge” Tillamook Country Smoker v. Tillamook Cty. Creamery Ass'n, 311 F. Supp. 2d 1023,
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1025 (D. Or. 2004), Defendant respectfully requests that this court grant Defendant’s motion for
summary judgment.

C. Unclean Hands

JDI has used inappropriate cease and desist letters lacking sound legal authority and inaccurate
statements regarding their trademarks and rights therein for years in an attempt to exert control over
their membership. From demands that members wear no jewelry but jewelry made by Doc Morgan
to official events (Separate Statement No. 87), to cease and desist letters sent solely on the basis
that a shirt contained a quote from the King James’ Bible (Separate Statement Nos. 82-86), JDI’s
“enforcement efforts” seem, at best, random, and at worst, nefarious. The doctrine of unclean hands
"bars relief to a plaintiff who has violated conscience, good faith or other equitable principles in his
prior conduct.” Pom Wonderful LLC v. Welch Foods, Inc., 737 F. Supp. 2d 1105, 1109 (C.D. Cal.
2010)

On or about February 23, 2016, Donna Parrish, a long standing member and adult volunteer with
JDI, received a notice that she was “violating the copyright of Job’s Daughters for using a Bible Verse
as a design on Cafepress.” (Separate Statement No. 82). The product in question on Cafepress read:
“And in all the land were no women found so fair as the Daughters of Job, Job 42:15.” (Separate
Statement No. 82). Ms. Parrish immediately emailed the Trademark Liaison for the JDI Board of
Trustees, Kathleen Wiekhorst. On that same day, Ms. Wiekhorst responded: “I have attached a copy of
S-1-3 [sic], which states about all the trademarks which can not be used. Also no online sales are
allowed other than Doc Morgan and the Supreme Website. All of this as well as the forms for promotion
and sales can be found on the Job’s Daughters International website.” (Separate Statement No. 83).

Incensed, Ms Parrish responded, demanding an explanation as to how JDI could claim to have a
trademark on Job 42:15. Ms. Parrish also voiced her concerns that JDI’s trademark “enforcement”
was selective and didn’t apply to those within the JDI “hierarchy.” JDI never addressed her

concerns (Separate Statement No. 84).
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On or about October 13, 2016, JDI sent a cease and desist letter to Ms. Sonya Eith, a longtime
member and volunteer in JDI (Separate Statement No. 85). Their letter accused her image of
violating JDI trademark. The image, a crown with text, stated: “In all the land were no women
found as fair as the daughters of Job, and Job gave them inheritance among their brethren.”
(Separate Statement No. 85). Another Bible quote. Despite Ms. Eith’s inquiry to Café Press, they
took her products down, and JDI refused to respond (Separate Statement No. 86).

Sometime between 2002 and 2005 years, while Ms. Kimberly Kent was an active member of
JDI, Ms. Kent was told, on multiple occasions, by JDI leadership that she could not wear any
jewelry to official events that was not made by Doc Morgan. (Separate Statement No. 87). No
reasons were given for the edict, but Ms. Kent felt that this was more of an attempt to control
member conduct than it was a valid move to protect JDI’s intellectual property (Separate Statement
No. 87).

Further evidence lurks in JDI’s own bylaws. They insist that “Job’s Daughters”, “I'YOB
FILIAE”, “Daughters of Job”, “International Order of Job’s Daughters”, “IOJD”,“JDI” and “JD
International” may be used by SGCs, GGCs, JGCs, Bethels and their committees without any
permission by their Board of Trustees (Separate Statement Nos. 4, 5), yet here we are, engaged in
litigation where those entities followed the bylaws in ordering custom printed product from
Defendant. The pre-2016 iteration of the pertinent bylaw said essentially the same, stating that
*““Job’s Daughters”, “I'YOB FILIAE”, “Daughters of Job”, “International Order of Job’s
Daughters”, “IOJD”,“JDI” and “JD International” are protected by Job’s Daughters International
and by the Board of Trustees from inappropriate use.” (Separate Statement No. 89). In the
interpretation of JDI’s own Trademark Liaison in many emails provided by JDI in discovery, this
meant that the words and phrases could be used without permission as long as used appropriately.
(Separate Statement No. 90). How can JDI litigate conduct which, by its own bylaws, it permits?

These are but a few instances. When added to the fact that this identical litigation was

previously litigated by JDI in this very Circuit, what emerges is conduct that is inequitable. JDI

NOTICE OF MOTION AND MOTION FOR SUMMARY

JUDGMENT; PATRICIA I. FORMAN, ESQ.
MEMORANDUM OF POINTS AND AUTHORITIES; 931 N. Maple Street Ste. 104
DECLARATIONS - 25 Burbank, California 91505

(213) 509-8708
patriciaforman@gmail.com




© 00 N oo o B~ O w N

[ I N N N N N N N e i T e e O o o e =
o 0B W N kP O © 0o N oo o~ wWw N Pk o

Case 2:16-cv-01573-RSL Document 41 Filed 02/27/18 Page 26 of 31

does not use theory of trademark law to protect its brand — JDI uses it as yet another way to exert
control over its members and volunteers. As such, Defendant respectfully respects this Court to
grant her motion for summary judgment.

D. Abandonment by Omission

While it occasionally sends out a flurry of halfhearted “cease and desist” letters, JDI has not
filed suit against any person or entity for trademark infringement since the Lindeburg case in 1975
(Separate Statement No. 102). In instances such as these, a mark may “become abandoned if the
owner fails to police the mark, such that widespread use by competitors leads to a generic
understanding among relevant consumers.” Hermes Int'l v. Lederer de Paris Fifth Ave., Inc., 50 F.
Supp. 2d 212, 220 (S.D.N.Y. 1999).

A few instances of this failure may stand in for the pattern of JDI these last 42+ years. JDI, in
its document production, produced correspondence noting that JDI was aware of a company called
Spreen Fraternal Supply in Washington State that was creating and selling non-custom promotional
items bearing both the words “Job’s Daughters” and the JDI insignia on their website (Separate
Statement No. 74). While it appears that JDI discussed the issuance of a cease and desist letter to
Spreen, (Separate Statement No. 74), as of February 18, 2018, Spreen Fraternal Supply is still
actively selling items bearing the “JDI Marks” — yet no legal action has been initiated against them
(Separate Statement No. 75).

Due to its past litigation history with Lindeburg and Co., JDI should be well aware of its
activities in the fraternal emblem production market. Yet JDI has produced no evidence of ever
sending a cease and desist letter as to Lindeburg and Co. in the last 20 years, despite the fact that
they are extensively using the JDI Marks on not just jewelry, but decals, stickers, ceramics, suit
bags, key fobs, patches and more (Separate Statement No. 76).

Finally, there is a JDI member that creates dolls with JDI official regalia and sashes bearing the
words “Job’s Daughters” on them, a Ms. Leslee Haylett. (Separate Statement No. 77) JDI is well

aware of her selling and marketing activities — yet JDI has also failed to produce a cease and desist
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letter to Ms. Haylett, despite the fact that, when confronted with images of Ms. Haylett’s work, Ms.
Goolsby, JDI’s Executive Director, testified that that should certainly have generated a warning
from the JDI Trademark Liaison. (Separate Statement No. 103) This is the same member referenced
in the email of 2016, wherin Ms. Parrish insinuated that use of the words “Job’s Daughters” was
acceptable only for those within the JDI “hierarchy.” (Separate Statement No. 84). Yet no action
has been taken against Ms. Haylett.

The kind of widespread use of the term “Job’s Daughters” and even the JDI Marks across the
internet by unauthorized sellers, with only the barest attempts at policing those sales, has led to a
generic understanding amongst the consuming public — that these JDI Marks refer to an
organization, certainly, but not the origin of any specific product. As such, Defendant respectfully
requests that this court find that JDI’s failure to police the JDI Marks has resulted in abandonment,
and grant Defendant’s motion for summary judgment.

E. Mootness

JDI seeks a judgment enjoining Defendant from creating custom products which are permitted
by their own bylaws. It is well settled that, “unless a case or controversy exists, U.S. Const. art. 11l
precludes the exercise of judicial power. To be justiciable, a controversy must be definite and
concrete, touching on legal relations of parties having adverse legal interests. It must be a real and
substantial controversy admitting of specific relief through a decree of a conclusive character, as
distinguished from an opinion advising what the law would be upon a hypothetical state of facts.”
Isaacs Bros. Co. v. Hibernia Bank, 481 F.2d 1168, 1169 (9th Cir. 1973)

JDI has admitted, multiple times, that, after their 2016 bylaw amendment, the words “Job’s
Daughters” or “I'YOB FILIAE” may be used by Supreme, Grand, Jurisdictional, or Bethel Councils
and their committees for official purposes without applying for permission. (Separate Statement
Nos. 4, 5). JDI even went so far as to produce a Power Point Presentation, entitled “Fun With

Trademarks!!,” which confirms, for the “unregistered trademarks,” “no permission or fee is

needed.” (Separate Statement No. 96). There is no dispute as to the fact that each and every product
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shown in the Images JDI has placed at issue were ordered by Grand Guardian Councils, Bethels, or
a Grand Guardian Council Miss Job’s Daughter Pageant committee. (Separate Statement 30, 31, 34,
37, 40, 43, 46, 50, 53, 56, 59, 62, 65, 68).

Assuming arguendo that Defendant had violated some pre-2016 bylaw of JDI, it is now
impossible to grant any appropriate relief. The Court cannot now enjoin behavior that is permitted
by JDI’s own bylaws, so the filing of this complaint has and will accomplish nothing. The JDI
bylaw that JDI alleges required Board of Trustee Permission for use of the words “Job’s
Daughters” and “I'YOB FILIAE” has been amended, approximately two months prior to JDI’s
initiation of this litigation, to remove the alleged permission requirement?. Since the case is moot,
Defendant respectfully requests this Court grant it’s Motion for Summary Judgment.

V. CONCLUSION
A. Granting Defendant’s Motion for Summary Judgment is Proper

For JDI to prevail on its trademark infringement, unfair competition, false advertising and
false designation of origin claims the Plaintiff must prove the existence of a valid common law
trademark in the words “Job’s Daughters” and “I'YOB FILIAE” that actually encompasses the
categories alleged, and must also show use by Defendant in a manner likely to create confusion.
SafeWorks, Ltd. Liab. Co. v. Teupen Am., Ltd. Liab. Co., 717 F. Supp. 2d 1181, 1183 (W.D. Wash.
2010). In this slightly-more-unique-than-the-average trademark matter, JDI also has to show that,
somehow, the previous ruling by the 9" Circuit on a nearly identical fact pattern does not apply.
And where, as is here, “the non-moving party bears the burden of proving the claim or defense, the
moving party can meet its burden by pointing out the absence of evidence from the non-moving
party. The moving party need not disprove the other party's case. See Celotex, 477 U.S. at 325.
Thus, "[sJummary judgment for a defendant is appropriate when the plaintiff 'fails to make a

showing sufficient to establish the existence of an element essential to [his] case, and on which [he]

3 Defendant does not concede that permission was needed prior to 2016 — but makes the point that, even if
permission was once needed, it is not now.
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will bear the burden of proof at trial." Pom Wonderful LLC v. Welch Foods, Inc., 737 F. Supp. 2d
1105, 1108 (C.D. Cal. 2010) citing Cleveland v. Policy Mgmt. Sys. Corp., 526 U.S. 795, 805-06
(1999) citing Celotex, 477 U.S. at 322.

Defendant, a long time member and volunteer of JDI prints custom designs on garments at
the direction of members of JDI’s Supreme Grand Councils, Grand Guardian Councils,
Jurisdictional Grand Councils, Bethels, and committees thereof under her name, “Heidi Yoast,” and
her small businesses, “Pink Power Printing” and “Sweet JoRaDe.” She has never claimed to be
either “an” or “the” official supplier to JDI — and no member could ever forget that Doc Morgan is
the official supplier, under penalty of a lecture from JDI’s “powers that be.” This conduct was 1)
undertaken with consent by authorized agents of JDI, 2) in conformance with the published bylaws
of JDI and 3) identical to the conduct at issue in Int'l Order of Job's Daughters v. Lindeburg & Co.,
633 F.2d 912, 920 (9th Cir. 1980) — wherein the 9" Circuit Court of Appeals ruled that the “name
and emblem [of Job’s Daughters] were functional aesthetic components of the product, not
trademarks. There could be, therefore, no infringement.” 1d. As it was on December 10, 1980, so it
is today: as set forth herein, under the Lindeburg case and for the many additional points raised
herein, there can be no finding of trademark infringement. For this, and all of the foregoing reasons,
Defendant respectfully requests this Court to grant her motion for summary judgment and enter
judgment in favor of Defendant Heidi Yoast.

B. If she Prevails, Defendant is Entitled to Fees Under Section 35(a) of the Lanham Act

In addition to entering judgment on behalf of Defendant Heidi Yoast, Defendant also
respectfully requests that this court award Defendant her reasonable attorneys’ fees under Section
35(a) of the Lanham Act which provides that “a court in exceptional cases may award reasonable
attorney fees to the prevailing party.” Sunearth, Inc. v. Sun Earth Solar Power Co., 839 F.3d 1179,
1180 (9th Cir. 2016) citing 15 U.S.C. § 1117(a). Under the totality of the circumstances set forth
herein, and especially considering the facts and law surrounding the issues of “mootness” and “res

judicata and collateral estoppel,” the instant case more than meets the factors of “frivolousness,
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motivation, objective unreasonableness (both in the factual and legal components of the case) and
the need in particular circumstances to advance considerations of compensation and deterrence.””

Id. at 1181.

Respectfully submitted,

DATED this 26th day of February, 2018.

By /s/ Patricia I. Forman, Esq.

Patricia I. Forman, Esq. California Bar No. 245108,
pro hac vice for Counter- Complainant / Defendant
Heidi Yoast

931 N. Maple Street Ste. 104
Burbank, CA 91505

Telephone: 213-2708403

Email: patriciaforman@gmail.com

LEAD ATTORNEY
ATTORNEY TO BE NOTICED

By /s/ Tracey V. Munger

Tracey V. Munger, WSBA #33854
GROVES LAW OFFICES, LLP
THE OLD TACOMA ARMORY
1001 S YAKIMA AVE #1
TACOMA, WA 98405
Phone: (253) 220-3511
Fax: (253) 220-5557
laura@groveslawoffices.com
tracey@groveslawoffices.com
LEAD ATTORNEY
ATTORNEY TO BE NOTICED
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CERTIFICATE OF SERVICE

The undersigned declares and states as follows:

I am a citizen of the United States, over the age of 18 years, not a party to the above-
referenced matter, and am competent to be a witness.

On February 27, 2018, | electronically filed the following document(s):

DEFENDANT’S MOTION FOR SUMMARY JUDGMENT AND
MEMORANDUM OF POINTS AND AUTHORITIES IN SUPPORT THEREOF

with the Clerk of the Court using the CM/ECF system which will send notification of such
filing to all associated counsel of record.

I also served said documents in the manner set forth below on the following parties:

Rodney L. Umberger, WSBA #24948
Daniel J. Velloth, WSBA #44379

WILLIAMS, KASTNER & GIBBS, PLLC Via Facsimile Transmission
601 Union Street, Suite 4100 ' Via Email by USDC Western

Seattle, WA 98101-2380 District EM/ECF Filing System
Telephone:  206/628-6600 Via Hand-Delivery
Fax: 206/628-6611

rumberger@williamskastner.com

dvelloth@williamskastner.com

Attorneys for Plaintiff

Via U.S. Mail

xOa

O

Via U.S. Malil

Via Facsimile Transmission
Via Email by USDC Western
District EM/ECF Filing System
Via Hand-Delivery

Brian T. McKernan, NE #22174

McGRATH NORTH MULLIN & KRATZ, PC LLO
Suite 3700 First National Tower

1601 Dodge Street

Omaha, Nebraska 68102

Telephone:  402/341-3070

Fax: 402/952-6896
bmckernan@mcgrathnorth.com

xOa

O

Attorneys for Plaintiff Job’s Daughters International

I declare under penalty of perjury according to the laws of the State of Washington that
the above statements are true and correct.

SIGNED at Burbank, California this 27" day of February, 2018.

[s/ Patricia Forman
Printed name: Patricia Forman
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JOB’S DAUGHTERS INTERNATIONAL,
Plaintiff,
V.
HEIDI YOAST,
Defendant; and
HEIDI YOAST,
Counterclaim Plaintiff,
V.

JOB’S DAUGHTERS INTERNATIONAL, ROD
REID, an individual

Counterclaim Defendants

NO. 16-CV-01573-RSL

DEFENDANT’S SEPARATE
STATEMENT OF UNDISPUTED
MATERIAL FACTS IN SUPPORT
OF MOTION FOR SUMMARY
JUDGMENT

Defendant Heidi Yoast respectfully submits the following Separate Statement of Undisputed

Material facts in support of his motion for summary judgment, pursuant to Federal Rules of

Civil Procedure, Rule 56(a) and 56.1:

PATRICIA I. FORMAN, ESQ.
931 N. Maple Street Ste. 104
Burbank, California 91505
(213) 509-8708
patriciaforman@gmail.com
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Undisputed Material Fact

Supporting Evidence

1. Defendant Heidi Yoast (“Yoast”) has been a member
of Job’s Daughters International, aka the
International Order of Job’s Daughters (“JDI”), since
April 18th, 1981 when she was initiated into Bethel
No. 71 in Kent, Washington.

Yoast Decl. 5

2. Yoast is a Majority Member, Past Honored Queen,

and Past Grand Bethel Honored Queen.

Yoast Decl. 16

As to “Majority Member” only:
Goolsby Deposition pg. 136 In 12-
16.

3. Majority Members of JDI are entitled to all the
“right [sic] and privileges of a member except voting

and holding office.”

Forman Decl. § 9
Goolsby Deposition pg. 136 In 17-
24.

4. The bylaws and policies of the JDI Board of
Trustees governing use of the words “Job’s
Daughters”, “1'YOB FILIAE”, “Daughters of Job”,
“International Order of Job’s Daughters”,
“10JD”,*JDI” and “JD International” are set forth in
the current version of the Bylaws at POL-BOT 4 1

under Section 1(d).

Forman Decl. 9

DEFENDANT’S SEPARATE STATEMENT OF UNDISPUTED
MATERIAL FACTS IN SUPPORT OF MOTION FOR
SUMMARY JUDGMENT -2
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Under “Instructions for Use,” the JDI Bylaws state
that “Trademarks set forth in 1(d) above may be

used on by [sic] the SGC, GGCs, JGCs, or Bethels
for official purposes of those organizations without

applying for permission.”

Forman Decl. 9

Yoast has conducted her graphic design and
promotional printing business in Maple Valley,
Washington since approximately 2009, printing

designs created in collaboration with her customers.

Yoast Decl. {7

Yoast relies on “word of mouth” to advertise her
graphic design and promotional services, which has
included informal posts on Facebook of clothing
items ordered from Yoast by JDI members or

volunteers.

Yoast Decl. |8

Yoast maintains no budget for outside marketing

services.

Yoast Decl. 9

On or about August 17, 2016, JDI sent a “cease and
desist” letter to Yoast demanding destruction of
infringing “materials” in her possession and an

accounting of Yoast’s gross revenues.

Yoast Decl. 10

10.

On August 29, 2016, Yoast responded to JDI’s letter
requesting that JDI identify the alleged infringing

materials.

Yoast Decl. 11
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11.

After hearing nothing from JDI for 21 days, on
September 19, 2016 Yoast instructed her counsel of
record to reach out to JDI’s counsel regarding the

matter. Her counsel did so. JDI did not respond.

Yoast Decl. 12

12.

17 days later, on October 6, 2016, after receiving no
response from JDI’s counsel, | again instructed my
Counsel to contact JDI in an effort to resolve this

matter. My Counsel did so, via telephone, and left a

voicemail for Mr. Brian McKernan, Counsel for JDI.

Yoast Decl. 13

13.

The next day, on October 7, 2016, Counsel for JDI
responded via email that “today [JDI is] filing a
lawsuit in the United States District Court for the

Western District of Washington.”

Yoast Decl. 14

14. JDI filed its Complaint against Yoast on October 6, | Plaintiff’s complaint, Pg. 1
2016. Request for Judicial Notice
DEFENDANT’S SEPARATE STATEMENT OF UNDISPUTED PATRICIA I. FORMAN, ESQ.
MATERIAL FACTS IN SUPPORT OF MOTION FOR 931 N. Maple Street Ste. 104
SUMMARY JUDGMENT - 4 Burbank, California 91505

(213) 509-8708
patriciaforman@gmail.com



© 00 N oo o B~ O w N

[ I N N N N N N N e i T e e O o o e =
o 0B W N kP O © 0o N oo o~ wWw N Pk o

Case 2:16-cv-01573-RSL  Document 41-1 Filed 02/27/18 Page 5 of 22

15. Plaintiff's complaint for trademark infringement,

false designation of origin and unfair competition,
violation of state deceptive trade practices acts
(although whether the “state” referenced is
Washington or Nebraska is unclear), and “Common
Law infringement, dilution, unfair competition, and
deceptive trade practices” of the State of
Washington, is based on Plaintiff’s allegations that
the Defendant “wrongfully” used the “trademarks
and trade names: JOB’S DAUGHTERS, JOB’S
DAUGHTERS INTERNATIONAL,
INTERNATIONAL ORDER OF JOB’S
DAUGHTERS, JD INTERNATIONAL, JD
INTERNATIONAL and Design, 1'YOB FILIAE and
Design, I'YOB FILIAE, JOB’S DAUGHTERS KIDS
HELPING KIDS HIKE and Design, and HIKE”

which Plaintiff refers to as “JDI Marks.”

Plaintiff’s complaint, 14
Request for Judicial Notice,

Exhibit A
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16

. Plaintiff has not offered any evidence that Defendant

has ever used any of JDI’s listed and federally
registered trademarks, set forth by Plaintiff as U.S.
Trademark Registration Numbers: 3136906 (JOB’S
DAUGHTERS INTERNATIONAL); 3036155 (J D
INTERNATIONAL and Design); 2967553 (JD
INTERNATIONAL and Design); 12355594 (1YOB
FILIAE and Design), nor has Plaintiff ever alleged
that Defendant used the words “Daughters of Job,”
“International Order of Job’s Daughters,” “10JD,”
“JDI,” “JD International,” “JOB’S DAUGHTERS
KIDS HELPING KIDS HIKE and Design,” or
“HIKE.”

Forman Decl. § 3

Forman Decl. 1 4 - JDI’s Response
to Defendant’s Request for
Admission No 10.

Forman Decl. § 6

17.

Yoast has used the words “Job’s Daughters” and it’s
Greek translation, “I1'YOB FILIAE” on custom
apparel ordered by and made on behalf of the
Supreme Guardian Council (“SGC”), Grand
Guardian Council(s) (“GGC”), Jurisdictional Grand

Council(s) (“JGC”), Bethels, or Committees thereof.

Forman Decl. § 3

Forman Decl. 1 4 - JDI’s Response
to Defendant’s Request for
Admission No 10.

Forman Decl. § 6

18.

JDI has continuously resisted efforts, despite several
requests from Defendant, to provide a concise and
specific listing of images or products created by
Defendant which JDI contends infringe upon its

alleged trademark rights.

JDI’s Response to Defendant’s
Interrogatory No. 2

Forman Decl. 3,5, 6, 6

Forman Decl. 1 4 - JDI’s Response
to Defendant’s Request for

Admission No 10.
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19. When asked to identify for “each and every one of

Plaintiff’s Marks that [JDI] contends is or has been

infringed by Defendant” “each and every one of
Defendant’s products that bears or is advertised,
offered for sale, or sold in connection with such
trademark in violation of Plaintiff’s trademark
rights,” JDI responded only that Defendant should
refer “to the photographs on Defendant’s Facebook
page depicting images of clothing items whereby

Defendant utilized Plaintiff’s Marks without

approval.”

Forman Decl. 1 4 - JDI’s Response

to Defendant’s Interrogatory No. 2

19.1. As part of a Rule 26 conference, on December 13,

2016 Counsel for JDI emailed and stated “I attach
various photos that JDI alleges to be goods made by

Ms. Yoast with infringing marks.”

Forman Decl. 3

20. On February 15, 2017, Counsel for Defendant, John

Crosetto, sent a Rule 37 request for Meet and Confer
related to JDI’s responses to Defendant’s discovery

requests.

Forman Decl. 15
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21. On November 30th, 2017, December 5th, 2017, and | Forman Decl. 16, 7, 8
again on December 7th, 2017, Counsel for
Defendant again requested that JDI’s Counsel
provide information regarding JDI’s allegations in
an attempt to meet and confer on that issue,
specifically requesting JDI to confirm that the
products and images JDI took issue with were
limited to the JDI provided images within the email

of December 13th, 2016.

22. JDI’s Counsel confirmed via telephone that those Forman Decl. 18
were the images / products at issue, and that JDI’s
product offering was embodied in the previously
produced Doc Morgan catalog, unless additional
images / products came to light during the remainder

of discovery of which JDI was previously unaware.

23. After the close of discovery, however, JDI refused to | Forman Decl. 1 9 - JDI’s Response
provide a complete response to Defendant’s query, to Defendant’s Request for
admitting only that “the images set forth above are Admission No. 10
some instances of Defendant’s infringement but
deny that those images constitute a complete and full

list.”

24. Plaintiff JDI produced Ms. Susan Goolsby, JDI’s Forman Decl. 114
Executive Director, in response to Defendant’s
subpoena under the Federal Rules of Civil Procedure

30(b)(6) to testify as to the statements made in and

information underlying JDI’s Complaint.
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25. Ms. Goolshy was asked questions regarding the Goolsby Deposition, Pg. 42 — 60,
allegedly infringing images provided to Defendant Forman Decl. { 14, Exhibit 15
by JDI on December 13, 2016.

26. Regarding IMG_1709, Ms. Goolsby stated that she | Goolsby Deposition, Pg. 42 Ln. 4,
did not know who had made the product or image Forman Decl. { 14, Exhibit 15

shown.

27. IMG_1709 was not designed or printed by Yoast Decl. { 16

Defendant.

28. Ms. Goolshy testified that she was “not sure” who Goolsby Deposition, Pg. 58 Ln.
made the item depicted in the image IMG_1776, and | 16-21
that she had seen it only in preparing for her

deposition.

29. Ms. Goolsby testified that the product shown in Goolsby Deposition, Pg. 58 In. 16-
IMG_1776 would show pride and allegiance to Job’s | 25, Pg. 59 In. 1-3.
Daughters, and show an earned status and title

within Job’s Daughters.

30. The product in IMG_1776 was designed and printed | Yoast Decl. 17, 129
for the Oregon Grand Guardian Council’s Miss

Job’s Daughter Pageant Committee.

31. The product in IMG_2033 was designed and printed | Yoast Decl. 118, {30
for the Delaware Grand Guardian Council’s Miss

Job’s Daughter Pageant Committee.

32. Ms. Goolsby testified that she had never seen the Goolsby Deposition pg. 57 In. 1-

image depicted in IMG_2033 before her deposition. | 12
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33. Ms. Goolshy testified that the product shown in Goolsby Deposition pg. 57 In. 13-
IMG_2033 would show pride and allegiance to Job’s | 19
Daughters, and show an earned status and title

within Job’s Daughters.

34. The product in IMG_2995 was designed and printed | Yoast Decl. 119, {31
for the Missouri Grand Bethel’s Ways and Means

Committee.

35. Ms. Goolshy testified that he “believe[d] the product | Goolsby Deposition, pg. 56 In. 8-9
in IMG_2995 was made by Heidi Yoast.”

36. Ms. Goolshy testified that the product shown in Goolsby Deposition, pg. 56 In. 10-
IMG_2995 would show pride, allegiance, and 15

membership in Job’s Daughters.

37. The product in IMG_2996 was designed and printed | Yoast Decl. 119, {31
for the Missouri Grand Bethel’s Ways and Means
Committee, and on behalf of the Supreme Bethel

Honored Queen.

38. Ms. Goolshy testified that she had seen IMG_2996 Goolsby Deposition, pg. 55 In 1-4

before, and that it was made by Heidi Yoast.

39. Ms. Goolsby testified that IMG_2996 shows pride Goolsby Deposition, pg 55 In 5-11
and allegiance to JDI, as well as a status or title

earned in JDI.

40. The product in IMG_2997 was designed and printed | Yoast Decl. 120, 132

for the Wyoming Grand Council’s Miss Job’s

Daughter Pageant Committee.
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41.

Ms. Goolsby testified that she had seen IMG_2997
before, and that Heidi Yoast made the product

depicted.

Goolsby Deposition, pg. 53 In. 5-8

42.

Ms. Goolsby testified that the product in IMG_2997
“most definitely” showed pride and allegiance in

JDI, as well as a title or status achieved in JDI.

Goolsby Deposition, pg. 53 In. 9-
15.

43.

The product in IMG_2998 was designed and printed
for the Washington Grand Council’s Miss Job’s

Daughters Pageant Committee.

Yoast Decl. 21, 133

44. Ms. Goolsby testified that she had seen IMG_2998 Goolsby Deposition, pg. 51 In. 8-
before, but did not know who had made the product | 13
depicted.

45. Ms. Goolsby testified that the product depicted in Goolsby Deposition, pg. 51 In. 14-

IMG_2998 would show pride, allegiance, and status

/ title in Job’s Daughters.

23

46.

The product in IMG_2999 was designed and printed

at the request of a member of the Grand Bethel and

Grand Guardian Council of the State of Washington.

Yoast Decl. 22, 134

47.

Ms. Goolsby testified that she had seen the product
depicted in IMG_2999, and that it was made by

Heidi Yoast.

Goolsby Deposition, pg. 50 In. 3-8

48.

Ms. Goolsby testified that the product depicted in
IMG_2999 would show pride, allegiance, and

membership in Job’s Daughters.

Goolsby Deposition, pg. 50 In. 9-
18
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49.

Ms. Goolsby testified that “not very many people
would know I'YOB FILIAE and what that means.”

Goolsby Deposition, pg. 50 In. 17-
18

50.

The product in IMG_3001 was designed and printed
for Bethel No. 45 in Renton, Washington.

Yoast Decl. 123, 135-36

51. Ms. Goolshy testified that she had seen the image in | Goolsby Deposition, pg. 50 In. 22-
IMG_3001 before, and that it was made by Heidi 25, pg. 51 In. 1-2.
Yoast.

52. Ms. Goolshy testified that the product shown in Goolsby Deposition, pg. 49, In. 3-

IMG_3001 showed pride, allegiance, and

membership in Job’s Daughters.

10

53.

The product in IMG_3002 was designed and printed
for Bethel No. 78 in Auburn, Washington.

Yoast Decl. 124, 37

54.

Ms. Goolsby testified that she had seen IMG_3002

before and that it was made by Heidi Yoast.

Goolsby Deposition, pg. 47 In. 22-
25

55.

Ms. Goolsby testified that the product depicted in
IMG_3002 would show membership and pride in

Job’s Daughters.

Goolsby Deposition, pg. 48 In. 1-7

56.

The product in IMG_3003 was designed and printed
for Bethel No. 78 in Auburn, Washington.

Yoast Decl. 124, 37

57.

Ms. Goolsby testified that she had seen IMG_3003

before and that it was made by Heidi Yoast.

Goolsby Deposition, pg. 47, In. 1-
3

58.

Ms. Goolsby testified that the product depicted in
IMG_3003 would show pride, allegiance, and

membership in Job’s Daughters

Goolsby Deposition, pg. 47, In. 4-
6
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59.

The product in IMG_3004 was designed and printed

for Bethel No. 22 in Phoenix, Arizona.

Yoast Decl. 125, 138

60.

Ms. Goolsby testified that she did not know who
made the image depicted in IMG_3004 and that she
saw it for the first time in preparing for her

deposition.

Goolsby Deposition, pg. 46 In. 3-7

61.

Ms. Goolsby testified that this image would show

membership in JDI.

Goolsby Deposition, 1g. 46 In. 8-
11

62.

The product in IMG_3005 was designed and printed

for Bethel No. 22 in Phoenix, Arizona.

Yoast Decl. 125, 138

63.

Ms. Goolsby testified that she did not know who
made the image depicted in IMG_3005, and that she
saw it for the first time in preparing for her

deposition.

Goolsby Deposition, pg. 45 In. 7-
10

64.

Ms. Goolsby testified that the image depicted in
IMG_2005 would show membership in Job’s

Daughters.

Goolsby Deposition, pg. 45 In. 11-
13

65.

The product in IMG_3006 was designed and printed

for Bethel No. 51, Tumwater, Washington.

Yoast Decl. 36, 39

66.

Ms. Goolsby testified that she did not know who
made the image depicted in IMG_3006, and that she
saw it for the first time in preparing for her

deposition.

Goolsby Deposition, pg. 44 In. 3-7
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67.

Ms. Goolsby testified that the product depicted in
IMG_3006 would show allegiance and membership

in Job’s Daughters.

Goolsby Deposition, pg. 44 In. 8-
15

68.

The product in IMG_3007 was designed and printed
for the Minnesota Grand Guardian Council’s Miss

Job’s Daughter Pageant Committee.

Yoast Decl. 27, 140

69.

Ms. Goolsby testified that she did not know who
made the item depicted in IMG_3007

Goolsby Deposition, Pg. 42 Ln. 3

70.

Ms. Goolsby testified that the product image in
IMG_3007 would show pride and allegiance in,
membership in, and the wearer’s status and title

within Job’s Daughters.

Goolsby Deposition, Pg. 42 Ln. 5-
20

71.

The products, except for IMG_1709, depicted in the
JDI provided Images were designed by Defendant

and printed on behalf of a Grand Guardian Council,
Grand Guardian Council Committee, Grand Bethel,

or a Bethel.

Yoast Decl. 116, 17-27

72,

Per JDI’s discovery responses the allegedly valid
common law trademarks at issue in this matter are

the phrases “Job’s Daughters” and “I'YOB FILIAE.”

Forman Decl. 15-9

JDI’s Response to Defendant’s
Interrogatories No. 2

JDI’s Response to Defendant’s

Request for Admission No. 10

73.

The “garments” shown in JDI’s online store and the
Doc Morgan catalog do not bear either the phrase

“Job’s Daughters” or “I'YOB FILIAE.”

Forman Decl. 15
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74. JDI was, as early as August 4, 2011, aware of a Forman Decl. 116
company called “Spreen Fraternal Supply” that sold
items with the words “Job’s Daughters” and the JDI

claimed trademarks on them.

75. As of February 18, 2018, Spreen Fraternal Supply is | Forman Decl. {11

still actively selling items bearing the “JDI Marks.”

76. As of February 18, 2018, Lindeburg and Co. is still | Forman Decl. 112

actively selling items bearing the “JDI Marks.”

77. As of February 18, 2018, Leslee Haylett is still Forman Decl. 113
making dolls with the official regalia of JDI,
including sashes with titles including the words

“Job’s Daughters” on them.

78. The English Standard Version of the Book of Job, at | Forman Decl. 117
42:15, states “And in all the land there were no
women so beautiful as Job’s daughters. And their
father gave them an inheritance among their

brothers.”

79. JDI has no records of complaints by consumers or Plaintiff’s Response to

the public that they believe the goods sold by Defendant’s Request for
Defendant emanated or originated from JDI. Admissions, Response No. 7
80. In 2015, Defendant requested to host a booth Forman Decl. 118

showecasing her design services and offering on-site

custom printing of items for attendees at JDI’s

Supreme Session in 2015. JDI refused.
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81. Defendant has been making custom items for the Yoast Decl. 128
SGC, GGC, JGC, Bethels and their related

committees since 2009.

82. On or about February 23, 2016, Donna Parrish, a Parrish Decl. 13
long standing member and adult volunteer with JDI,
received a notice that she was “violating the
copyright of Job’s Daughters for using a Bible Verse
as a design on Cafepress which read: “And in all the
land were no women found so fair as the Daughters

of Job, Job 42:15.”

83. Ms. Parrish immediately emailed the Trademark Parrish Decl. 14
Liaison for the JDI Board of Trustees, Kathleen
Wiekhorst. On that same day, Ms Wiekhorst
responded: “I have attached a copy of S-!-3 [sic],
which states about all the trademarks which can not
be used. Also no online sales are allowed other than
Doc Morgan and the Supreme Website. All of this as
well as the forms for promotion and sales can be

found on the Job’s Daughters International website.”

84. Ms Parrish responded, demanding an explanation as | Parrish Decl. {5
to how JDI could claim to have a trademark on Job
42:15. Ms. Parrish also voiced her concerns that

JDI’s trademark “enforcement” was selective and

didn’t apply to those within the JDI “hierarchy.”
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85. On or about October 13, 2016, Sonya Eith was Eith Decl. 3
notified that JDI had sent correspondence to Café
Press which accused her image of violating JDI
trademark. The image, a crown with text, stated: “In
all the land were no women found as fair as the
daughters of Job, and Job gave them inheritance

among their brethren.”

86. Despite Ms. Eith’s inquiry to Café Press, they took Eith Decl. 14

her products down, and JDI refused to respond.

87. Sometime between 2002 and 2005, while Ms. Kent Decl. {3
Kimberly Kent was an active member of JDI, Ms.
Kent was told, on multiple occasions, by JDI
leadership that she could not wear any jewelry to
official events that was not made by Doc Morgan.
No reasons were given for the edict, but Ms. Kent
felt that this was more of an attempt to control
member conduct than it was a valid move to protect

JDI’s intellectual property.

88. JDI’s current bylaws state that “Job’s Daughters”, Forman Decl. 110
“I'YOB FILIAE”, “Daughters of Job”, “International
Order of Job’s Daughters”, “10JD”,*JDI” and “JD
International” may be used by SGCs, GGCs, JGCs,

Bethels and their committees without any permission

by their Board of Trustees.

DEFENDANT’S SEPARATE STATEMENT OF UNDISPUTED PATRICIA 1. FORMAN, EsQ.
MATERIAL FACTS IN SUPPORT OF MOTION FOR 931 N. Maple Street Ste. 104
SUMMARY JUDGMENT - 17 Burbank, California 91505

(213) 509-8708
patriciaforman@gmail.com




© 00 N oo o B~ O w N

[ I N N N N N N N e i T e e O o o e =
o 0B W N kP O © 0o N oo o~ wWw N Pk o

Case 2:16-cv-01573-RSL  Document 41-1 Filed 02/27/18 Page 18 of 22

89. JDI’s bylaws prior to 2016 stated that “*“Job’s Forman Decl. 119
Daughters”, “I'YOB FILIAE”, “Daughters of Job”,
“International Order of Job’s Daughters”,
“10JD”,*JDI” and “JD International”” are protected
by Job’s Daughters International and by the Board of

Trustees from inappropriate use.”

90. JDI Trademark Liaisons interpreted the JDI bylaws | Forman Decl. 120
to mean that the words and phrases “Job’s
Daughters” and “I'YOB FILIAE” could be used

without permission as long as used appropriately.

91. JDI has not filed suit against any person or entity for | Goolsby Deposition, pg. 13, In.
trademark infringement since the Lindeburg case in | 20-25, pg. 14, In. 1-2.

1975.

92. JDI was aware of a company called Spreen Fraternal | Forman Decl. 116
Supply in Washington State that was creating and
selling non-custom promotional items bearing both
the words “Job’s Daughters” and the JDI insignia on

their website as early as 2011.

93. JDI is aware of a MS. Leslee Haylett, who sells JDI | Goolsby Deposition, pg. 26 In. 5-

dolls wearing official regalia and sashes which bear | 16

the words “Job’s Daughters.” Cole Deposition, pg. 25 In. 1-4,
pg. 27 In. 1-5
DEFENDANT’S SEPARATE STATEMENT OF UNDISPUTED PATRICIA 1. FORMAN, EsQ.
MATERIAL FACTS IN SUPPORT OF MOTION FOR 931 N. Maple Street Ste. 104
SUMMARY JUDGMENT - 18 Burbank, California 91505

(213) 509-8708
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94. When confronted with images of Ms. Haylett’s
work, Ms. Goolshy testified that her actions and
products should certainly have generated a warning
from the JDI Trademark Liaison, had she been made

aware.

Goolsby Deposition pg. 122, In.
17-25, pg. 123, In. 1-8

95. As of their 2016 bylaw amendment, the words
“Job’s Daughters” or “1'YOB FILIAE” may be used
by SGC, GGCs, JGCs, or Bethels for official
purposes of those organizations without applying for

permission.

Goolsby Deposition, pg. 67 In. 11-
16, pg. 71 In. 24-25, pg. 72 In. 1-
19.

Forman Decl. 110, JDI Bylaws at
POL-BOT 4 1 under Section 1(d).

96. JDI’s Power Point Presentation, entitled “Fun With

Trademarks!!,” confirms, for the “unregistered

77

trademarks,” “no permission or fee is needed.”

Forman Decl. 22

DEFENDANT’S SEPARATE STATEMENT OF UNDISPUTED
MATERIAL FACTS IN SUPPORT OF MOTION FOR
SUMMARY JUDGMENT - 19
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97.

In her deposition, Ms. Goolsby stated that JDI

changed their bylaws in August of 2016 for the

following reasons: “We were trying to make it easier

for girls and grand councils to be able to use Job's
Daughters. It's one of our common law marks that
we want to get out there to people, and we don't
want to make it so hard to be able to get
permission. So we say now that bethels and grand
guardian councils, as long as they're using it for
promotional purposes or they're not selling it to
other people, that they can go ahead and use it.

I -- let me correct that. They can sell

it. They're out there making money on it. That's

good for the bethel. That's okay.”

Forman Decl. 114, Goolsby
Deposition pg. 72 In. 4-19

98.

“Job’s Daughters International” is registered with
the USPTO as Reg. No. 3,136,906 as a “service
mark,” for “association services, namely, promoting

the interests of girls between the ages of 10 and 20.”

Forman Decl. 123

99.

The JDI logo which appears as a triangle with three

girls inside, and the text 'YOB FILIAE is registered

with the USPTO as Reg. No. 1,204,129

Forman Decl. 924

100.

Training,” the JDI trainers / teaches spend a

significant amount of time emphasizing that Doc

Morgan is the only JDI official vendor.

During its “Certified Adult Volunteer

Yoast Decl. 141

DEFENDANT’S SEPARATE STATEMENT OF UNDISPUTED PATRICIA 1. FORMAN, EsQ.
MATERIAL FACTS IN SUPPORT OF MOTION FOR 931 N. Maple Street Ste. 104

SUMMARY JUDGMENT - 20 Burbank, California 91505
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101. There are many online vendors, aside from
Doc Morgan, that sell JDI merchandise without JDI

permission.

Forman Decl. 11, 12, 13

102. In her deposition, Ms. Goolsby stated that the
Lindeburg matter was the only other trademark

infringement case JDI was ever involved in.

Forman Decl. {14, Goolsby
Deposition pg. 13, In. 20-25, pg.
14, In. 1-2.

103. In her deposition, Ms. Goolsby stated, when
confronted with images of Ms. Leslee Haylett’s
work, that Ms. Haylett’s activity should certainly
have generated a warning from the JDI Trademark

Liaison.

Forman Decl. 114, Goolsby
Deposition pg. 122 In. 17-25, pg.
123 In. 1-8.

DATED this 26th day of February, 2018.

By /s/ Patricia I. Forman, Esq.

Patricia I. Forman, Esq. California Bar No. 245108,
pro hac vice for Counter- Complainant / Defendant

Heidi Yoast

931 N. Maple Street Ste. 104
Burbank, CA 91505

Telephone: 213-2708403

Email: patriciaforman@gmail.com

LEAD ATTORNEY
ATTORNEY TO BE NOTICED

By /s/ Tracey V. Munger

Tracey V. Munger, WSBA #33854
GROVES LAW OFFICES, LLP
THE OLD TACOMA ARMORY
1001 S YAKIMA AVE #1
TACOMA, WA 98405
Phone: (253) 220-3511
Fax: (253) 220-5557
laura@groveslawoffices.com

tracey @groveslawoffices.com

LEAD ATTORNEY
ATTORNEY TO BE NOTICED

DEFENDANT’S SEPARATE STATEMENT OF UNDISPUTED
MATERIAL FACTS IN SUPPORT OF MOTION FOR
SUMMARY JUDGMENT - 21
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CERTIFICATE OF SERVICE

The undersigned declares and states as follows:

I am a citizen of the United States, over the age of 18 years, not a party to the above-
referenced matter, and am competent to be a witness.

On February 27, 2018, 1 electronically filed the following document(s):

DEFENDANT’S SEPARATE STATEMENT OF UNDISPUTED
MATERIAL FACTS IN SUPPORT OF HER MOTION FOR SUMMARY

JUDGMENT

with the Clerk of the Court using the CM/ECF system which will send notification of such

filing to all associated counsel of record.

I also served said documents in the manner set forth below on the following parties:

Rodney L. Umberger, WSBA #24948
Daniel J. Velloth, WSBA #44379
WILLIAMS, KASTNER & GIBBS, PLLC
601 Union Street, Suite 4100

Seattle, WA 98101-2380

Telephone:  206/628-6600

Fax: 206/628-6611
rumberger@williamskastner.com
dvelloth@williamskastner.com

Attorneys for Plaintiff

Brian T. McKernan, NE #22174

McGRATH NORTH MULLIN & KRATZ, PC LLO

Suite 3700 First National Tower
1601 Dodge Street

Omaha, Nebraska 68102
Telephone:  402/341-3070
Fax: 402/952-6896
bmckernan@mcgrathnorth.com

Via U.S. Mail

Via Facsimile Transmission
Via Email by USDC Western
District EM/ECF Filing System

KOO

O Via Hand-Delivery

O ViaU.S. Mall

O Via Facsimile Transmission

Via Email by USDC Western
District EM/ECF Filing System

O Via Hand-Delivery

Attorneys for Plaintiff Job’s Daughters International

I declare under penalty of perjury according to the laws of the State of Washington that

the above statements are true and correct.

SIGNED at Burbank, California this 27" day of February, 2018.

[s/ Patricia Forman
Printed name: Patricia Forman

DEFENDANT’S SEPARATE STATEMENT OF UNDISPUTED PATRICIA 1. FORMAN, EsQ.

MATERIAL FACTS IN SUPPORT OF MOTION FOR

SUMMARY JUDGMENT - 22

931 N. Maple Street Ste. 104
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(213) 509-8708
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Honorable Robert S. Lasnik

UNITED STATES DISTRICT COURT
WESTERN DISTRICT OF WASHINGTON

JOB’S DAUGHTERS INTERNATIONAL, NO. 16-CV-01573-RSL

Plaintiff, DECLARATION OF PATRICIA
y FORMAN IN SUPPORT OF MOTION
: FOR SUMMARY JUDGMENT
HEIDI YOAST,
Defendant; and
HEIDI YOAST,
Counterclaim Plaintiff,
V.

JOB’S DAUGHTERS INTERNATIONAL,
ROD REID, an individual

Counterclaim Defendant

I, Patricia Forman, hereby declare as follows:
1. 1 am over the age of 18, licensed to practice law in California (Cal. Bar No. 245108),
and admitted to the Washington State Bar pro hac vice in this matter. I am Counsel of Record

for Defendant Heidi Yoast, and | make this Declaration based on personal knowledge and am

DECLARATION OF PATRICIA FORMAN IN SUPPORT OF PATRICIA I. FORMAN, EsQ.

MOTION FOR SUMMARY JUDGMENT - 1 931 N. Maple Street Ste. 104
Burbank, California 91505
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competent to testify as set forth herein.

2. On December 13, 2016, Defendant served Defendant’s Request for Production of
Documents, Set One, and Interrogatories, Set One, on Plaintiff (see Defendant’s Request for
Production of Documents, Set one and Defendant’s Request for Production of Documents, Set
One, attached hereto and incorporated herein as Exhibits 1 and 2).

3. As part of a Rule 26 conference with my predecessor Counsel of Record, John Crosetto,
on December 13, 2016 Counsel for JDI emailed the images attached hereto and incorporated
herein as Exhibit 2, stating: “I attach various photos that JDI alleges to be goods made by Ms.
Yoast with infringing marks.” (see email from Mr. Brian McKernan to Mr. John Crosetto,
attached hereto and incorporated herein as Exhibit 3).

4. On January 12, 2017, JDI served Defendant with its responses to Defendant’s Request
for Production of Documents, Set One, and Interrogatories, Set One (see Plaintiff’s Answers to
Defendant’s First Set of Interrogatories and Plaintiff’s Response to Defendant’s First Request
for Production of Documents and Things, attached hereto and incorporated herein as Exhibits 4
and 5).

5. On February 15, 2017, Counsel for Defendant, John Crosetto, sent a Rule 37 request for
Meet and Confer related to JDI’s responses to Defendant’s discovery requests (see Defendant’s
Meet and Confer request, attached hereto and incorporated herein as Exhibit 6).

6. On November 30, 2017, | once again requested that JDI clarify and provide coherent
answers to the questions in Defendant’s previously propounded discovery, specifically “a
specific, clear answer regarding which of Heidi’s products allegedly infringe which of JDI’s
alleged trademarks.” (See email from Patricia Forman to Brian McKernan dated November 30,
2017, attached hereto and incorporated herein as Exhibit 7).

7. On December 5, 2017, | emailed JDI’s Counsel, confirming Mr. McKernan’s request
for time to perform additional review of the file. | requested again clear and specific answers to

“Interrogatory 1, which asks which of JDI’s marks it contends are / have been infringed by my

DECLARATION OF PATRICIA FORMAN IN SUPPORT OF PATRICIA I. FORMAN, EsQ.

MOTION FOR SUMMARY JUDGMENT - 2 931 N. Maple Street Ste. 104
Burbank, California 91505

(213) 509-8708
patriciaforman@gmail.com
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client, and Interrogatory 3, which asks JDI to identify which of Defendant’s products that
allegedly bear JDI trademarks are in violation of JDI’s claimed trademark rights.” In that same
email, | referenced the JDI provided Images in JDI’s email of December 13, 2016 and indicated
that confirmation that those were the images at issue would be sufficient. (See email from
Patricia Forman to Brian McKernan dated December 5, 2017, attached hereto and incorporated
herein as Exhibit 8).

8. After a telephonic conversation subsequent to my December 5, 2017 email, | sent a
confirming email to Mr. McKernan stating the following: “we’ve distilled the products at issue
in JDI’s claim to those attached to your December 2016 email...JDI’s response to Interrogatory
No. 2 is embodied in its production of the Doc Morgan catalog.” (See email from Patricia
Forman to Brian McKernan dated December 7, 2017, attached hereto and incorporated herein as
Exhibit 9).

9. On February 2", 2018, JDI served Defendant with its response to Defendant’s First
Request for Admissions (attached hereto and incorporated herein as Exhibit 10).

10. On February 18, 2018 1 visited the website of Job’s Daughters International at

https://jobsdaughtersinternational.org/constitution-bylaws/, and downloaded a current copy of

JDI’s Bylaws, which are attached, in pertinent part, hereto and incorporated herein as Exhibit
11.
11. On February 18, 2018, | visited the website of Spreen Fraternal Supply at

http://www.spreenfraternalsupply.com/, and printed images showing their currently available

inventory of items targeting JDI members, which are attached hereto and incorporated herein as
Exhibit 12.
12.0n February 18, 2018, | visited the website of Lindeburg and Co., at

http://www.lindeburg.com/, and printed images showing their currently available inventory of

items targeting JDI members, which are attached hereto and incorporated herein as Exhibit 13.

13. On February 18, 2018, | visited the website of Leslee Haylett, Jobie Dolls by Leslee, at

DECLARATION OF PATRICIA FORMAN IN SUPPORT OF PATRICIA I. FORMAN, EsQ.

MOTION FOR SUMMARY JUDGMENT - 3 931 N. Maple Street Ste. 104
Burbank, California 91505

(213) 509-8708
patriciaforman@gmail.com
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http://jobiedollsetc.com, and the images posted by Leslee Haylett on http://www.pinterest.com

as jobiedollsetc.com, and printed images showing her products wearing JDI official regalia
and/or the words “Job’s Daughters,” which are attached hereto and incorporated herein as
Exhibit 14.

14. On February 9, 2018, Plaintiff JDI produced Ms. Susan Goolsby, JDI’s Executive
Director, in response to Defendant’s subpoena under the Federal Rules of Civil Procedure
30(b)(6) to testify as to the statements made in and information underlying JDI’s Complaint. A
true and correct copy of Ms. Goolsby’s deposition transcript is attached hereto as Exhibit 15.

15. Attached hereto and incorporated herein as Exhibit 16 is a true and correct copy of the
JDI Doc Morgan catalog, produced by JDI in response to Defendant Heidi Yoast’s First Request
for Production of Documents and Things.

16. Attached hereto and incorporated herein as Exhibit 17 is a true and correct copy of the
email discussing Spreen Fraternal Supply, produced by JDI in response to Defendant Heidi
Yoast’s First Request for Production of Documents and Things.

17. On February 18, 2018, | visited http://biblehub.com/job/42-15.htm and printed a true

and correct copy of various iterations of Job 42:15, a true and correct copy of which is attached
hereto and incorporated herein as Exhibit 18.

18. Attached hereto and incorporated herein as Exhibit 19 is a true and correct copy of the
email discussing Heidi Yoast’s request to host a booth showcasing her design services and
offering on-site custom printing of items for attendees at JDI’s Supreme Session, produced by
JDI in response to Defendant Heidi Yoast’s First Request for Production of Documents and
Things.

I
I
I

DECLARATION OF PATRICIA FORMAN IN SUPPORT OF PATRICIA I. FORMAN, EsQ.
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19. Attached hereto and incorporated herein as Exhibit 20 is a true and correct copy of the
of JDI Bylaw “SI-3,” which states, in pertinent part: “The names and phrases “Job’s Daughters”,
“IYOB FILIAE”, “Daughters of Job” ... are protected by Job’s Daughters International and by
the Board of Trustees from inappropriate use,” produced by JDI in response to Defendant Heidi
Yoast’s First Request for Production of Documents and Things as JDI_00061.

20. JDI Trademark Liaisons have interpreted the JDI bylaws to mean that the words and
phrases “Job’s Daughters” and “I'YOB FILIAE” could be used without permission as long as
used appropriately. Copies of these JDI Trademark Liaison opinions produced by JDI in response
to Defendant Heidi Yoast’s First Request for Production of Documents and Things as
JDI_000867, 972, 975, and 863 are attached hereto and incorporated herein as Exhibit 21.

21. On January 30, 2018, Defendant took the Deposition of Ms. Shelly Cole — Howrigon. A

true and correct copy of that Deposition Transcript is attached hereto and incorporated herein as

Exhibit 22.
22.JDI created a Power Point Presentation, entitled “Fun With Trademarks!!”, states that,
for the “unregistered trademarks,” “no permission or fee is needed.” A copy of this presentation

was produced by JDI in response to Defendant Heidi Yoast’s First Request for Production of
Documents and Things as JDI_000107 is attached hereto and incorporated herein as Exhibit 23.
23. “Job’s Daughters International” is registered with the USPTO as Reg. No. 3,136,906 as
a “service mark,” for “association services, namely, promoting the interests of girls between the
ages of 10 and 20.” A true and correct copy of this registration is attached hereto and
incorporated herein as Exhibit 24, which was also produced in discovery by JDI as JDI_000256.
24. JDI produced, as JDI_000249, a copy of JDI’s USPTO registration of their trademark
described as a “collective membership” mark for indicating membership in said association. A
true and correct copy of JDI’s Reg. No. 1,204,129 is attached hereto and incorporated herein as

Exhibit 25.
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I declare under penalty of perjury that the foregoing is true and correct to the best of my

knowledge and belief.

DATED this 26th day of February at Burbank, California.

i

Patricia Forman
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CERTIFICATE OF SERVICE

The undersigned declares and states as follows:

I am a citizen of the United States, over the age of 18 years, not a party to the above-
referenced matter, and am competent to be a witness.

On February 27, 2018, 1 electronically filed the following document(s):

DECLARATION OF PATRICIA FORMAN IN SUPPORT OF
DEFENDANT’S MOTION FOR SUMMARY JUDGMENT

with the Clerk of the Court using the CM/ECF system which will send notification of such
filing to all associated counsel of record.

I also served said documents in the manner set forth below on the following parties:

Rodney L. Umberger, WSBA #24948
Daniel J. Velloth, WSBA #44379
WILLIAMS, KASTNER & GIBBS, PLLC
601 Union Street, Suite 4100

Via U.S. Mail
Via Facsimile Transmission
Via Email by USDC Western

KOO

Seattle. WA 98101-2380 District EM/ECF Filing System
Telephone:  206/628-6600 O Via Hand-Delivery
Fax: 206/628-6611

rumberger@williamskastner.com
dvelloth@williamskastner.com
Attorneys for Plaintiff

) Via U.S. Malil
Brian T. McKernan, NE #22174 Via Facsimile Transmission
g/IqGRATH NORTH MULLIN & KRATZ, PC LLO Via Email by USDC Western
uite 3700 First National Tower .. -

1601 Dodge Street D_|str|ct EM/E_CF Filing System
Omaha, Nebraska 68102 Via Hand-Delivery
Telephone:  402/341-3070

Fax: 402/952-6896

bmckernan@mcgrathnorth.com

KOO

O

Attorneys for Plaintiff Job’s Daughters International

I declare under penalty of perjury according to the laws of the State of Washington that
the above statements are true and correct.

SIGNED at Burbank, California this 27th day of February, 2018.

[s/ Patricia Forman
Printed name: Patricia Forman
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Hon. Robert S. Lasnik

UNITED STATES DISTRICT COURT
FOR THE WESTERN DISTRICT OF WASHINGTON
AT SEATTLE

JOB’S DAUGHTERS INTERNATIONAL, NO. 16-CV-01573-RSL
Plaintiff, DEFENDANT’S FIRST SET OF
INTERROGATORIES TO
v. PLAINTIFF
HEIDI YOAST,

Defendant.
TO: Plaintiff JOB’S DAUGHTER’S INTERNATIONAL;

AND TO: Rodney L. Umberger and Daniel J. Velloth of Williams Kastner, & Gibbs,
PLLC, and Brian T. McKernan of McGrath North Mullin & Kratz, PC, Plaintiff’s Attorneys of

Record.

Pursuant to Fed. R. Civ. P. 26 and 33, Plaintiff is requested to answer the following
interrogatories in writing and under oath, and to serve a copy upon the undersigned counsel at
the offices of Garvey Schubert Barer, 1191 Second Avenue, 18th Floor, Seattle, Washington
98101-2939, within thirty (30) days after they are served on you.

DEFINITIONS

A The “Complaint” means the Complaint filed in this action, dated October 10,
2016.

Forman Declaration - Exhibit 1

GSB:8301437.2
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B. “Defendant” means Defendant Heidi Yoast (hereinafter referred to as
“Defendant” or “Yoast”), and any predecessor(s) or successor(s) in interest, subsidiaries,
divisions, franchisees and related companies, directors, officers and employees thereof.

C. “Plaintiff” or “You” means Plaintiff Job’s Daughters International, as well as any
predecessor(s) or successor(s) in interest, and any partnership, company, corporation and/or other
entity in which Job’s Daughters International and/or its principals has an ownership interest,
and/or controls the use of any trademark and/or trade name identified in Paragraph 4 of the
Complaint, including all divisions, licensees, parent, subsidiary, affiliated or related companies
thereof, and the partners, principals, directors, officers, agents and employees thereof (hereinafter
referred to as “JDI”’). When an answer is supplied with respect to any predecessor or successor
in interest, division, licensee, parent, subsidiary, affiliated or related company, this fact should
be stated and such predecessor in interest, division, licensee, parent, subsidiary, affiliated or
related company should be fully identified by name and principal place of business.

D. “Person(s)” includes natural persons, officers, managing agents, supervisory
personnel, and employees and, without limitation, firms, partnerships, associations, corporations
and other legal entities, divisions, departments or other units thereof.

E. “Plaintiff’s Mark(s)” means each and every trademark and/or trade name
identified in Paragraph 4 of the Complaint, including in any and all formats, used alone or in
combination with any word(s) or design(s), or symbol(s) by or on behalf of Plaintiff.

F. “Plaintiff’s Goods & Services” means any and all products, goods, merchandise,
and/or services manufactured, advertised, distributed, sold, licensed or otherwise provided in
connection with Plaintiff’s Marks.

G. “Document” means any original, written, electronic, recorded or graphic matter,
handwritten, typed, punched, photographed, or otherwise produced, and all non-identical copies
of each such writing, whether different from the original because of notes made on such copy or

otherwise, including, but not limited to, reports, email, letters and all enclosures thereto,
GARVEY SCHUBERT BARER
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transmittal documents, records, files, memoranda, messages, social media posts, cables, telexes,
telegrams, correspondence, transcriptions of telephone conversations, statements, bills, drafts,
checks, notes, diaries, scratch papers, files and records, regulations, photographs, films,
mechanical or sound recordings or transcripts thereof, notebooks, financial statements, income
statements, charts, maps, diagrams, graphs, service bulletins, studies, notices, log books,
pamphlets, tapes, tape recordings, pictures, contracts, agreements, and all similar documents.

H. “ldentify” or “identification” with respect to a person, means provide the person’s
name, last known contact information, and subject of knowledge related to the interrogatory.

l. “Identify” or “identification” with respect to a company, partnership, firm,

corporation or other non-juristic person, means to provide:

a. the name;
b. if incorporated, the place of incorporation;
C. if unincorporated, the name of the partners and/or principals; and
d. the address of such entity’s principal place of business.
J. “ldentify’ or “identification” with respect to goods, products, or services means:
a. state the common descriptive name of the good, product or service;
b. state the model or item number, identify the manufacturer and location of

manufacture thereof; and

K. “Advertising” and/or ‘“promotional materials” mean, without limitation,
advertisements, including advertising copy, advertising slicks, and line art; product packaging,
labels, brochures, photographs, product sheets, point of sale displays, audio or video tapes;
catalogues or other product guide books; signage, price lists, warranty information, Internet sites,
web sites and/or pages, and/or any other document or material used and/or distributed to promote
and/or solicit business, shipments, sales, and/or orders of products or services of Plaintiff.

L. As used herein, “media” or “medium” shall be construed to comprise newspapers,

consumer magazines, trade publications, trade shows, catalogues, and any means of audio, video,

——————— e~ 4OT A o~ ta i~ A —— e ——~
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and/or electronic transmission, and “identify” or “identification” with respect to “media” or
“medium” means, without limitation:
a. for each print medium: provide the name of the publication or print media;
the date; volume number; geographical area and size of circulation; and if directed
to a particular trade, industry, or type of reader/customer, describe such trade/
industry/reader;
b. for each audio and video transmission (including radio and television):
provide the station and/or network on which such transmission was broadcast; the
geographical area of broadcast; and the date of each broadcast.
C. for each direct mailing or other direct distribution (including electronic
mailings): provide the geographic area and dates of such distribution; the number
of such mailings/direct distributions sent or disseminated; a general description of
the persons to whom distributed; and if a mailing list was used, the source and
identification of each such mailing list.
d. identify, for each medium referring or relating in any way to Plaintiff’s
products or services, the specifically referenced product(s) or service(s) and
mark(s) therefor; and
M. “ldentify” or “identification” with respect to any advertisement or promotional
materials means:
a. identify the medium in which such advertisement/promotional material
was published, broadcast or otherwise disseminated; and
b. state where, when, and to whom said advertisement or promotional
material, and/or copies of same, were distributed, and the number of copies
distributed at each such place and time.
N. As used herein, “and” or “or” shall be construed conjunctively or disjunctively as

necessary to make the request inclusive rather than exclusive.
GARVEY SCHUBERT BARER
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0. As used herein, “referring or relating to”” means comprising, relating to, referring
to or in any way relevant within the meaning of Rule 26(b)(1) of the Federal Rules of Civil
Procedure.

INSTRUCTIONS

Unless otherwise noted, Plaintiff may limit its responses to the period November 2006 to
the present.

With respect to any interrogatory which is asserted to be overbroad, or unduly
burdensome, state all information requested which can be provided without undue burden, and/or
which is relevant or might lead to the discovery of admissible evidence.

If there is any information responsive to an interrogatory that you refuse to provide based
on protection by a privilege or work-product doctrine, provide as much responsive information
as is not so protected and provide sufficient details regarding the source, subject matter, and
nature of the information such as will enable Defendant to assess the claim.

These interrogatories are intended as continuing interrogatories, requiring you to answer
by supplemental answers, setting forth any information within the scope of these interrogatories
that may be acquired by you or your employees, agents, attorneys, or representatives following
your original answers, all as required by Fed. R. Civ. P. 26(e).

Space for your answers has been provided after each interrogatory. If the space provided
for the answer is not sufficient, please attach additional pages to the page on which the answer is
set forth.

INTERROGATORIES

INTERROGATORY NO. 1: Identify each and every of Plaintiff’s Marks that You
contend is or has been infringed by Defendant.

ANSWER:

Forman Declaration - Exhibit 1
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INTERROGATORY NO. 2: For each and every trademark identified in Your answer
to Interrogatory No. 1, identify each and every one of Plaintiff’s Good & Services that bears or
is advertised, offered for sale, or sold in connection with such trademark.

ANSWER:

INTERROGATORY NO. 3: For each and every trademark identified in Your answer
to Interrogatory No. 1, identify each and every one of Defendant’s products that bears or is
advertised, offered for sale, or sold in connection with such trademark in violation of Plaintiff’s
trademark rights.

ANSWER:

INTERROGATORY NO. 4: For each and every trademark identified in Your answer
to Interrogatory No. 1, identify:
1) the periods of time during which such trademark has been used in
interstate commerce; and
2 if the use was by a person other than Plaintiff, identify that person and, if
You contend such use inured to Plaintiff’s benefit, state in detail the basis upon
which You so contend.

ANSWER:

INTERROGATORY NO. 5: For each and every one of Plaintiff’s Good & Services

identified in Your answer to Interrogatory No. 2, identify

GARVFY SCHIURFRT BARFR

Forman Declaration - Exhibit 1




© 00 N oo o1 B~ O w N

N NN NN NN R R R R R R R R R e
o 0 A W N kP O © 0o N oo o~ W N Pk O

Case 2:16-cv-01573-RSL  Document 42-1 Filed 02/27/18 Page 8 of 269

1) the periods of time during which such good or service was advertised,
offered for sale, or sold in interstate commerce; and

2 if the advertising, offering for sale, or sale was by a person other than
Plaintiff, identify that person and, if You contend such use inured to Plaintiff’s
benefit, state in detail the basis upon which You so contend.

ANSWER:

INTERROGATORY NO. 6: For each and every one of Plaintiff’s Good & Services
identified in Your answer to Interrogatory No. 2, describe in detail the channels of trade through
which such good or service has been sold or otherwise distributed (e.g., direct to consumer,
online, brick & mortar, etc.), including but not limited to a general description of the type of
customers (e.g., wholesale, institutional, individual consumer demographic) to whom Plaintiff
does or intends to advertise, promote, and/or sell Plaintiff’s Goods in connection with Plaintiff’s
Mark(s).

ANSWER:

INTERROGATORY NO. 7: ldentify the person(s) employed by Plaintiff, and/or
persons affiliated with, or contracted by, Plaintiff, responsible for and/or most knowledgeable
about Plaintiff’s use of Plaintiff’s Mark(s).

ANSWER:

INTERROGATORY NO. 8: To the extent not answered by the preceding
Interrogatories, identify each and every use of a trademark consisting of or containing the term

“Job’s Daughters” that You contend is relevant to any of the claims and/or defenses in this

(GADVEYV CQrHIIRERPT RAPED
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proceeding, including for each such mark, (a) the dates of usage(s) of such mark, (b) the
goods/services sold in connection with the mark, (c) the identity of the party so using the mark,
(d) where (name and address) these goods/services can be found in the marketplace, and (e) the
identity of each individual having knowledge of such use and whether that knowledge is personal
knowledge or information and belief.

ANSWER:

INTERROGATORY NO. 9: Identify each person who furnished information on which
any part of an answer to these interrogatories is based, indicating the parts based on information
so furnished by such person, and whether such information is within the personal knowledge of
such person, and if not within such personal knowledge, identify the source of the information
so furnished.

ANSWER:

INTERROGATORY NO. 10: If You contend that Plaintiff does not have possession
and control over documents (including communications) relevant to this lawsuit that are known
or believed to be in the possession and control of a person listed in Plaintiff’s Initial Disclosures,
identify each such person.

ANSWER:

Forman Declaration - Exhibit 1

GSB:8301437.2




© 00 N oo o1 B~ O w N

N NN NN NN R R R R R R R R R e
o 0 A W N kP O © 0o N oo o~ W N Pk O

Case 2:16-cv-01573-RSL  Document 42-1 Filed 02/27/18 Page 10 of 269

DATED this 12" day of December, 2016.

GARVEY SCHUBERT BARER

By /s/ John B. Crosetto
John B. Crosetto, WSBA #36667

GARVEY SCHUBERT BARER
1191 Second Avenue, Suite 1800
Seattle, WA 98101-3438
Telephone: (206) 464-3939
Facsimile: (206) 464-0125
Email: jcrosetto@gsblaw.com

Attorneys for Defendant
Heidi Yoast
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CERTIFICATE OF SERVICE
The undersigned declares and states as follows:

| am a citizen of the United States, over the age of 18 years, not a party to the above-
referenced matter, and am competent to be a witness.

On , 2016, | electronically served the following document(s):

DEFENDANT’S FIRST SET OF INTERROGATORIES TO PLAINTIFF
to all associated counsel of record.

| also served said documents in the manner set forth below on the following parties:

Rodney L. Umberger, WSBA #24948 Via U.S. Malil
Daniel J. Velloth, WSBA #44379 Via Facsimile Transmission
WILLIAMS, KASTNER & GIBBS, PLLC Via Email

601 Union Street, Suite 4100
Seattle, WA 98101-2380
Telephone:  206/628-6600
Fax: 206/628-6611
rumberger@williamskastner.com
dvelloth@williamskastner.com
Attorneys for Plaintiff

By USDC Western District
EM/ECF Filing System
Via Hand-Delivery

0 OROR

) Via U.S. Malil
Brian T. McKernan, NE #22174 Via Facsimile Transmission
McGRATH NORTH MULLIN & KRATZ, PC LLO Via Email

Suite 3700 First National Tower
1601 Dodge Street

Omaha, Nebraska 68102
Telephone:  402/341-3070
Fax: 402/952-6896
bmckernan@mcgrathnorth.com

By USDC Western District
EM/ECF Filing System
Via Hand-Delivery

0 OROR

Attorneys for Plaintiff Job’s Daughters International

| declare under penalty of perjury according to the laws of the State of Washington that
the above statements are true and correct.

SIGNED at Seattle, Washington this day of December, 2016.
[s/ Jill Beagle

Printed name: Jill Beagle
Legal Assistant
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